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JENKINS BROS. V. KELLY & JONES CO. 





JENKINS Bros. v. Ketity & JonEs Co. 
(227 Fed. Rep., 211.) 


United States Circuit Court of Appeals 


Third Circuit, Sept. 3, 1915. Additional Opinion, Oct. 8, 1915 


1. TrapE-Marks—INFRINGEMENT—NAME OF PATENTED ARTICLE. 

The patents, under which plaintiff and its predecessors manufactured a 
valve, having expired, the generic term identifying the thing patented has 
become public property. But another manufacturer who makes and sells 
the valves under the generic name must so distinguish his product as unmis- 
takably to inform the public that the thing manufactured by him is not the 
product of the original maker. 

2. Unratr CoMPEtTITION—WHAT CONSTITUTES—SIMULATION OF TRADE-NAME. 

Courts do not decide misleading markings by the caveat emptor rule of 
buyer and seller. It is not alone the rights of rival makers that are concerned, 
but the rights of the consumer, and no marking which travels near the border 
line of commercial deceit can be sanctioned. 


On appeal from decree of the United States district court. 
Remanded with directions. 


For the opinion of the lower court, see 4 T. M. Rep., 308. 


Alan M. Johnson, of New York City, for appellant. 
Kay, Totten & Powell, Pittsburgh, Pa., for appellee. 


Before Burrincton, McPuHerson, and Woo..ey, Circuit 
Judges. 


BuFFINGTON, Circuit Judge: By a bill filed in the court below 
the complainant, Jenkins Bros., a New Jersey corporation, charged 
Kelly & Jones, a Pennsylvania corporation, with infringing its 
trade-mark and with unfair competition in business. The alleged 
wrong was in so marking a steam valve made by the defendant as 
to lead the public to believe they were buying complainant’s valve. 
On final hearing that court filed an opinion (reported at 212 Fed. 
328 [4 T. M. Rep., 308]), in which the general subject-matter of 
controversy is so fully set forth that by reference thereto we avoid 
repetition. In pursuance thereof, a decree was entered enjoining 
respondent from continuing to mark its valves as it had done. 
Subsequently complainant petitioned the court to issue an attach- 
ment for contempt, alleging, in effect, that a new marking of the 
valves which the defendant had adopted violated the injunction. 
On hearing the court discharged the petition for contempt. There- 
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upon the complainant, assigning for error certain features of the 
original decree and the discharge of the contempt proceedings, took 
this appeal. 

Without entering into the details of the case, it suffices to say 
that continuously, but at different times since 1864, first one 
Nathaniel Jenkins, then his sons under the name of Jenkins Bros., 
then one of his sons, and finally the complainant corporation, had 
successively marketed steam valves or gauge cocks and had ac- 
quired valuable trade good will in their valves, which were known 
as “Jenkins valves.”’ These valves contained certain patented 
features which complainant’s predecessors and their licensees 
embodied therein. Such patent monopolies have expired, and the 
name “Jenkins” has become fixed in the mind of the public as 
descriptive of the patented type of valve or disc which the de- 
fendant is now entitled to make. But the name “Jenkins” has 
also become fixed in the mind of the public as descriptive of such 
valves as were marketed by the patentee, Jenkins, and his suc- 
cessors. 

It will thus be seen the case finally narrows down to a proper 
marking of the valves by the Kelly & Jones Company. In view 
of the fact that the evidence shows other large concerns have found 
no difficulty in so cataloguing, marking, and marketing such valves 
to their own and complainant’s satisfaction, we see no practical 
commercial difficulty in effecting that result in this case. 

At the time this bill was filed the defendant put part? of its 
markings on one side of the valve as follows: 





and part on the other as follows: 
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The defendant contends that, because its use of the name 
“Jenkins” is accompanied by the statement that the valve is 
made by the Kelly & Jones Company, its marking has in effect 
been adjudged lawful by the Supreme Court in Singer v. June 
(163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118). We do not so 
read that case. The gist of it is summed up in that often quoted, 
but often misunderstood and misapplied, extract: 























“The result, then, of the American, the English, and the French doctrine 
universally upheld is this: That where, during the life of a monopoly created by a 
patent, a name, whether it be arbitrary or be that of the inventor, has become, 
by his consent, either express or tacit, the identifying and generic name of the 
thing patented, this name passes to the public with the cessation of the monopoly 
which the patent created. Where another avails himself of this public dedication 
to make the machine and use the generic designation, he can do so in all forms, 
with the fullest liberty, by affixing such name to the machines, by referring to it 
in advertisements and by other means, subject, however, to the condition that the 
name must be so used as not to deprive others of their rights or to deceive the pub- 
lic, and therefore that the name must be accompanied with such indications that 
the thing manufactured is the work of the one making it as will unmistakably 
inform the public of that fact.” 









































From this it will be seen that the sum and substance of the 
marking is not the mere literal, physical stamping, printing, or 
engraving of the maker’s name on an article which in the public 
mind is associated with another’s business, but the name must be 
accompanied with such indications that the thing manufactured 
is the work of the one making it as will “unmistakably inform the 
public of that fact.” 

It will therefore be seen that the marking which the Supreme 
Court indorses is not alone the mere letters of a maker’s name, but 
in addition thereto, where necessary, there must be such indications 
that the article is the work of the maker as will unmistakably in- 
form the public of that fact. The Singer Case did not provide a 
marking stencil which was to be rigidly followed in all other cases. 
What it did do was to lay down the broad, reasonable, and honest 
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commercial principle that in every case and in every article the 
marking must be such as to unmistakably inform the public of 
the truth. No case can better than the present illustrate the utter 
inadequacy of a mere literal use of a maker’s name to prevent the 
public from being deceived; for the testimony is simply overwhelm- 
ing that, in spite of such marking of Kelly & Jones as maker, en- 
gineers who had used complainant’s Jenkins valves for years, who 
sent or went to hardware dealers for such accustomed valves, were 
furnished with defendant’s valves, installed and used them, and 
were surprised to learn afterwards they had been deceived. 

It is no answer to this to say that, if they had used their 
eyes, they would have learned otherwise. Courts do not decide 
misleading markings by the caveat emptor rule of buyer and seller. 
One who buys a standard, dependable article through a number of 
years learns to trust that article. Use and years have led him to so 
trust it without question or inspection. If he is to be induced to 
use any similar article, but which is in fact not the one to which 
he has grown accustomed, such buyer is entitled to be unmistak- 
ably informed of that fact, and that some other than the old-time 
maker is making the particular article for which he pays. It is not 
alone the rights of rival makers that are concerned. They are able 
to take care of their respective rights; but the consumer, on whom 
the substantial loss falls, in that he is led to pay his money for 
that which he does not intend to buy, must be protected by the 
courts, and they can only do so by sanctioning no marking w hich 
travels near the border line of commercial deceit. 

In saying this we are imputing no intentional wrong to the 
defendant. It has acted under what it supposed to be its legal 
rights, but the outcome has proved that the ultimate consumer, 
with whom as large manufacturers they never come in contact, 
has been misled by their markings. Why this occurred is per- 
fectly plain. Not only was the word “Jenkins”’ used, but it was 
coupled with the word “Standard.” The defendant contends, 
and the testimony so shows, that the word “standard” applied 
to a valve is a semi-technical term, and differentiates its weight 
from lighter constructions. But, while this word might well have 
been so used in trade lists and catalogues, which went to jobbers 
and dealers who knew and could not be misled as to whose valves 
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they were buying, the case was far different when it came to engi- 
neers and firemen, who for years had been using Jenkins valves, 
when, in answer to an engineer’s request for a Jenkins valve, he 
was handed out by a trusted dealer a valve the most prominent 
eye catch on which was not “Jenkins,” but the words “Standard 
Jenkins Valve.” That word “standard”—‘Standard Jenkins 
Valve’’—meant to him the original, genuine Jenkins valve, which 
he had bought before and intended to continue buying, as the 
proofs abundantly show. To our mind the adding of the word 
“Standard” to the name “Jenkins” was utterly at variance with 
the spirit of the Supreme Court’s instruction: 

“That the name must be accompanied with such indications that the thing 


manufactured is the work of the one making it as will unmistakably inform the 
public of that fact.” 


On the contrary, the word “Standard”’ was an accompanying 
indication, which tended, both by association with “Jenkins” and 
the prominence of their joint place on the valve, to center the at- 
tention of the buyer on the name “Jenkins” rather than on the 
name of the maker. The eye, accustomed to “Jenkins,”’ found that 
name, and to couple with it the word “Standard” served to further 
assure a buyer that he was getting the Jenkins valve to which he 
was accustomed. As defendant sold their Jenkins valves to deal- 
ers at less price than complainant’s, it was to the dealer’s financial 
interest to sell them to persons who thought they were buying 
complainant’s valve. The testimony not only fails to show that 
dealers took any steps to protect their customers in that regard, 
but that the markings enabled them to tacitly mislead their cus- 
tomers. 

The possibility of this misleading continues in the new mark- 
ings of the defendant, which were considered in the attachment 
proceeding. Indeed, to our minds the possibility of deception 
was perhaps increased. Such new marking is as follows: 
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In it, as will be seen, the name “Jenkins” occupies the spot 
of central prominence, and is on the straight line, which is easiest 
read. Joined to it, in the next most prominent place, is the word 
“Standard.” In a glance at the valve, these catchwords “Stand- 
ard Jenkins Valve,” are taken in without effort, while it requires 
more than a glance to take in the circular line below, where the 
maker’s name is given. After careful consideration we have 
reached the opinion that the accompanying marking, which has 
been used for some years by another manufacturer, may be used 
as a guide for future marking. 

The word “Jenkins,” therefore, accompanied by the word 
“Disc,” “Type,” or like word, may be placed by defendant on a 
corresponding place on its valve, and on the valve body, and in a 
central and prominent position the words “Kelly & Jones Stand- 
ard Valve” may be added. To avoid needless expense and confu- 
sion, we may add that, in case the parties cannot agree on a mark- 
ing embodying our ideas, the defendant may submit for approval 
to this court its proposed markings. We will make no change in 
the order of court below as to costs in that court; the cost of this 
appeal shall be borne by the defendant. The matter of the dis- 
posal of such valves as defendant has on hand will be left to the 
order and discretion of the court below, and in view of the fact 
that such valves were marked under the sanction of that court, 
no accounting will be directed. 
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The cause will therefore be remanded to the court below, 
with directions to open and modify its decree, so as to carry out 
the views expressed above. 


Additional Opinion 


Per Curiam. Since the foregoing opinion was filed, the 
defendant has submitted for our approval certain proposed mark- 
ings, and we have heard also the objections thereto. As a result 
of the argument the parties have come to an agreement, and in 
accordance therewith we inake the following order: 

The defendant may mark its valves in strict accordance with 
the sketch affixed hereto, namely: 


JENKINS TYPE 


STANDARD 


KELLY XJONES 
VALVE 


—and the clerk is directed to transmit to each of the parties a 
certified copy of this order with a blue print of the sketch. 

The matter of the disposal of such valves as the defendant may 
have had on hand at the time of the decree below, or may have 
since offered to the market, is committed to the discretion of the 
District Court. 
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L. E. WatermMan Co. v. STanpDARD Druec Co., et al. 
(222 Fed. Rep., 1023.) 


United States Circuit Court of Appeals 
Siath Circuit, May 14, 1915 


TRaDE-MarKS—INFRINGEMENT— VIOLATION OF INJUNCTION—LIABILITY. 
Appellant, having failed upon an application for an attachment for con- 
tempt of court in violating an injunction to prove that appellee was at any 
time in question an officer, agent, servant or employee of defendant, the appli- 
cation for a writ against defendant and its so-called agent, jointly and severally, 
was properly dismissed. 

On appeal from an order of the United States district court’ 
dismissing an order to show cause why attachment should not 
issue against the defendant and an alleged agent for contempt in 
violating an injunction. Affirmed. 

For the opinion of the United States circuit court, reversing 
a previous order of the United States district court granting a writ 
of attachment and remanding the proceeding, see 3 T. M. Rep., 
120. (202 Fed. Rep., 167.) 


Walter B. Raymond, of New York City, for appellant. 
T. H. Bushnell and J. A. Chamberlain, of Cleveland, Ohio, 
for appellees. 


Per Curiam. This cause came on to be heard on the tran- 
script of the record from the district court of the United States for 
the northern district of Ohio, eastern division, and was argued by 
counsel; and the appellant having, in our view of the present 
record, failed to show that appellee Teller was an officer, agent, 
servant or employee of the Standard Drug Company, or was 
otherwise so identified with the company as to justify the con- 
clusion that he was under its control, at any of the times in question 
herein, the decree below will have to be affirmed, as it hereby is 
with costs. 







BUFFALO SPECIALTY CO. V. VAN CLEEF, ET AL. 


BuFrFraLo Speciatty Co. v. VAN CLEEF, et al. 
(227 Fed. Rep., 391.) 


United Staies Circuit Court of Appeals 








Seventh Circuit, October 5, 1915 


1. TrRaDE-MARKS—INFRINGEMENT—NAME OF PATENTED ARTICLE. 
The name “ Neverleak” applied during the life of the patent to a “ Tire 
Fluid,” the composition of which is secret but the use of which in a pneumatic 
tire is protected by a basic patent, does not become public property upon the 
expiration of the patent, because the “Tire Fluid” was never patented. Any- 
one was free to manufacture a “Tire Fluid” during the life of the patent and 
even to manufacture the one to which the name was applied, if they could 
discover the formula. The name, therefore, merely indicates the specific 
“Tire Fluid” manufactured by the maker using that name and is the subject 
of a valid trade-mark right. 
2. TRapE-MARKsS—MISREPRESENTATION—Loss or RiGuts. 

Plaintiff manufactured under a secret formula a tire fluid which it sold 
under the trade-mark “Neverleak.” One D obtained a patent on a vehicle 
tire comprising the combination of any pneumatic tire and any free-flowing 
sealing agent within its air chamber. Plaintiff purchased this patent to avoid 
infringing it. Plaintiff used a label containing the words ‘‘ Neverleak Tire- 
Fluid. Patented U.S. A. Foundation patent No. 578551” and also bearing a 
warning to infringers. The patent expired in 1914 and thereafter the plaintiff 
used a label omitting the word “Foundation.” Held that the label was not 
such a misrepresentation as to deprive it of its pre-existing property rights in 
the trade-mark “ Neverleak.” 

3. Unratr CoMPETITION—DRESSING OF ARTICLE. 

Where it appears from an inspection of the labels that the defendant in- 
tentionally subordinated the dissimilarities of its package, so that purchasers 
would be deceived into buying its goods for those of the plaintiff, there is no 
basis for a motion to dismiss a bill charging the defendant with palming off his 
goods for those of the plaintiff. 
































On appeal from a decree of the United States district court 
dismissing the appeal. Reversed and remanded. 


For the decision of the lower court from which this appeal is 
taken, see 6 T. M. Rep., 67. 





Albert H. Graves and Charles K. Offield, both of Chicago, IIL, 
for appellant. 

Thomas A. Banning, Jr., and Samuel W. Banning, both of 
Chicago, IIl., for appellees. 







Before BAKER, Koutsaat, and Mack, Circuit Judges. 






Baker, Circuit Judge: Appellant’s bill counted on three 
wrongs: Appellees’ use of appellant’s trade-name, “Neverleak,”’ 

















62 SIX TRADE-MARK REPORTER 


in connection with the manufacture and sale of “tire fluids’; 
simulation of dress, whereby an intending purchaser would likely 
be misled; and the actual palming-off of the imitation by false 
representations and by inducing dealers to effect substitutions. 

In each of these respects the bill stated a good cause of action. 

Through appellant’s answers to interrogatories propounded by 
appellees certain defensive facts were brought into the record. 
These, however, pertained only to the use of the word “Never- 
leak.” 

Appellees’ motion on this state of the record to dismiss the 
bill for want of equity was sustained, the court being of the opinion 
that the expiration of a patent owned by appellant brought the 
use of “Neverleak”’ within the Singer (Singer Mfg. Co. v. June 
Mfg. Co., 163 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118) and 
Castoria (Centaur Co. v. Heinsfurter, 84 Fed. Rep. 955, 28 C. C. A. 
581 and Centaur v. Marshall [C. C.] 92 Fed. Rep. 605) Cases. 

Inasmuch as the bill was good, it could not properly be dis- 
missed on motion, unless the defensive matter in the answers to the 
interrogatories (in effect the same as if admitted in the bill or as if 
set forth as a complete answer which was demurred to by appellant) 
was so conclusive that it could not be affected by any avoiding 
evidence in support of the bill or in support of a replication that 
might have been filed in the ordinary course of the case. (Bronk v. 
Charles H. Scott Co., 211 Fed. Rep. 338, 128 C. C. A. 17, and cases 
there cited.) 

With respect to rights in the word “Neverleak”’ the bill 
alleged that appellant in 1893 began making a tire fluid according 
to a secret formula that has never been disclosed in a patent ar 
otherwise; that appellant invented the word “Neverleak” and 
applied it to the product; that appellant’s product was so merito- 
rious that the compounding and marketing thereof grew to vast 
and highly profitable proportions; and that from 1893 to the filing 
of the bill in 1914 the trade and the public recognized “ Neverleak”’ 
as appellant’s trade-name that identified the product and pointed 
to appellant as maker and seller. 

In answers to interrogatories appellant admitted that a patent, 
No. 578,551, was issued on March 9, 1897, to one Duryea, on his 
application filed December 28, 1891; that appellant in 1898 pur- 
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chased the patent; that the patent expired by law on March 9, 
1914; that from 1898 to March 9, 1914, appellant used label 
Exhibit A; that from March 9, 1914, to the filing of the bill on 
April 10, 1914, appellant used label Exhibit B; that the labels had 
been included in advertisements in newspapers and magazines; 
and that during the life of the patent appellant had sued several 
alleged infringers. 

Duryea’s patent is entitled “Vehicle Tire.” In the specifica- 
tion he disclosed that “the invention relates to pneumatic tires for 
vehicle wheels, the object being to render tires self-healing—that 
is to say, adapted automatically to close a puncture.” All the 
seven claims, with varying degrees of specificness, are for combina- 
tions of a “pneumatic tire” and a “free-flowing sealing agent 
within its air chamber.” 

Across the top of label A appear the words “ Neverleak Tire- 
Fluid” in large capital letters. Below this and at the center of 
the label is a circle, representing a pneumatic tire. Within the 
circle is the statement in smaller capital letters; “Patented U.S. A. 
Foundation patent No. 578,551.’ Around the upper half of the 
circumference of the pictured tire and in still smaller capital 
letters is the legend, “Automatically Closing Punctures.” Below 
the circle and in ordinary newspaper type an explanation and a 
warning are printed. Explanation: 

“This is the foundation patent and covers the use of any liquid, semi-liquid, 


paste, powder or compound capable of being converted into or used in connection 
with any liquid, in any pneumatic tire for closing punctures.” 


Warning: 


“ *Neverleak tire fluid’ is manufactured and sold under, and by the owner 
of, said patent, the Buffalo Specialty Company. All persons, firms or corpora- 
tions making, selling or using any other tire fluid, powder or compound, are in- 
fringers of said U.S. patent. Buffalo Specialty Company.” 


Label B is the same with two exceptions. For the former 
statement within the pictured tire this substitute is given: “Pat- 
ented U. S. A. March 9, 1897. Patent No. 578,551.’ In the 


place of the explanation and warning the following matter is 
printed: 


. “Net weight, four ounces. Price, 25 cents. This tube treats one tire. Buffalo 
“pecialty Company.”’ 
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Appellant’s use of “ Neverleak”’ as a trade-name is to be con- 
sidered during three periods. 

From 1893 to 1898. As the bill establishes, appellant founded 
and was building a valuable business in making and selling a “tire 
fluid,’ and the public had come to recognize “Neverleak”’ as the 
word (whether primarily a trade-mark or secondarily a trade-name 
is immaterial) that pointed to the origin and identity of the par- 
ticular product. “Tire fluid” was the name of the genus, and 
“Neverleak” was the name of appellant’s species. Since the bill 
does not admit, and the answers to interrogatories do not affirm, 
that the genus or appellant’s species was patented, or that no 
other makers were in the market, it must be taken as against the 
motion to dismiss that every one was free to manufacture and sell 
tire fluids, even appellant’s, if the secret formula could be learned, 
and that many brands under distinctive names and marks were 
on the open market during this period. So it is evident that 
appellant acquired a property right in the use of “Neverleak,”’ 
and still has it, unless it has been forfeited by appellant’s subse- 
quent conduct. 

From 1898 to March 9, 1914. Just prior to the beginning of 
this period appellant was confronted with a peculiar situation. 
Many tire fluids were on the market, among them appellant’s 
“Neverleak.”” Duryea had obtained a patent on a “vehicle tire,” 
comprising a combination of any “pneumatic tire” and any 
“free-flowing sealing agent within its air chamber.” If appellant 
or any other maker should seil tire fluids for the purpose of having 
them combined with pneumatic tires, and such would clearly be 
the purpose, he would be a contributory infringer of the Duryea 
patent on vehicle tires. Duryea’s application was filed in 1891. 
And since no public use of Duryea’s combination earlier than the 
inferential use by tire owners of appellant’s tire fluid in 1893 is 
suggested by the record, Duryea’s patent must stand here as 
impregnable. With such a cloud overhanging its business, appel- 
lant was justified in buying the patent. Appellees do not deny 
this, but insist that appellant has so abused its patent right that it 
has lost its pre-existing property right in its trade-name “ Never- 
leak.” 

In our judgment the explanation in label A is clear and unam- 
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biguous. Patent No. 578,551 was the foundation patent and it did 
cover the use of any liquid in any pneumatic tire for closing punc- 
tures. It was proper, even if unnecessary, in the first sentence of 
the part we have entitled “Warning,” to assure purchasers of 
“Neverleak” that they were authorized to use it in pneumatic 
tires. Fair notice to rival concerns was given by the concluding 
sentence that, if they should continue to make, sell, or use “tire 
fluids” (for the purpose to which such fluids had always thereto- 
fore been put) they would infringe the combination patent. And 
there is nothing to show that appellant’s prosecutions of alleged 
infringers were unfair to them, or to the public, or to appellees. 

Taking the label as a whole, we think its meaning is plain; but, 
even if ambiguities could be found in segregated parts, the motion 
to dismiss should not have prevailed. We cannot accept asser- 
tions in appellees’ brief, outside the record, that appellees and the 
public were misled by the supposed ambiguities. In neither the 
bill nor in the answers to interrogatories does appellant admit 
appellees’ or the public’s ignorance of the true state of facts 
respecting the patent. We therefore may assume that the final 
proofs would show, as appellant, also outside the present record, 
declares, that appellees were former employees of appellant and 
knew all about the relation of the tire fluid “ Neverleak”’ to the 
subsequently patented “vehicle tire,” and likewise that dealers 
and the general public never erroneously associated the trade- 
name of appellant’s secret liquid mixture with the combination 
patent on a vehicle tire. 

No generic name for the patented tire appears in the record. 
Presumably, therefore, all pneumatic tires, whether containing a 
“free-flowing sealing agent”’ or not, were made, sold, and used 
under the several marks and names of their manufacturers. This 
condition with respect to a generic name for the patented tire is 
very far from establishing that the pre-existing trade-name of one 
unpatented element became the generic name of the patented 
combination. So the Singer and Castoria Cases do not apply. 
(Compare Batcheller v. Thomson, 93 Fed. Rep. 660, 35 C. C. A. 532; 
De Long Hook & Eye Co. v. Francis Hook & Eye Co. (C. C.) 189 
Fed. Rep..146; Prest-O-Lite Co. v. Davis, 215 Fed. Rep. 349, 131 
C. C. A. 491 [4 T. M. Rep., 419]; Searchlight Gas Co. v. Prest-O-Lite 
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Co., 215 Fed. Rep. 692, 131 C. C. A. 626 [4 T. M. Rep., 273]; 
Avenarius v. Kornely, 139 Wis. 247, 121 N. W. Rep. 336.) 

From March 9, 1914, to April 10, 1914. No objection is urged 
against label B except that the words “Patented U.S. A. March 9, 
1897. Patent No. 578,551” are printed within the circle of the 
pictured tire. Appellees and the public were legally chargeable 
with knowledge that the patent had expired, the date being given. 
All that can be said from the face of the label is that appellant 
needlessly gave true information of the fact that prior to March 9, 
1914, the patent was in force, and inferentially that it had been 
owned by appellant and used in some way not disclosed by label 
B. Full proofs might establish a business propriety in appellant’s 
making as little change as possible in its previously well known and 
rightfully used business dress. At all events pirates cannot keep 
their victim out of equity on their cry of “unclean” simply by 
showing a use of the word “patent” under circumstances that 
fail to import an assertion of a presently existing monopoly. 
(Frank W. Witcher Co. v. Sneierson (D. C.) 205 Fed. Rep. 767 
(3 T. M. Rep., 455]; Marshall v. Ross, L. R. 8 Eq. 651; Cheavin v. 
Walker, L. R. 5 Ch. D. 850; Morgan v. McAdam, 36 L. J. Ch. D. 
228; Ransome v. Graham, 51 L. J. Ch. D. 897.) 

Concerning simulation of dress. Appellent exhibited with its 
bill a display box of appellees’ tubes of tire fluid. The center of 
attraction is the word “‘Neverleak.’’ Similarities in the make-up 
and markings of containers and display boxes are observable. 
There are also dissimilarities. A comparison induces us to believe 
that appellees intended to subordinate the dissimilarities and 
intended purchasers to be deceived by the similarities into buying 
the wrong “Neverleak.” If appellees had a contrary intention, 
or if their intended deceptive means were in fact inefficient, the bill 
does not so admit, nor do the answers to interrogatories so prove. 

With the defensive matter respecting appellant’s use of the 
word “patent” in connection with its trade-name “Neverleak”’ 
disposed of as insufficient for any defensive purpose, no basis for 
the motion to dismiss exists as against the bill’s charge of actual 
palming-off by fraudulent representations. 

The decree is reversed, and the cause is remanded for proceed- 
ings consentaneous to this opinion. 
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BuFFaALo SpecIALTY CoMPANY v. VAN CLEEF, et al. 
(217 Fed. Rep., 91.) 


United States District Court 


Northern District of Illinois, Eastern Division, September 16, 1914 


1. TrapE-Marks—UNratr COMPETITION—PRACTICE—COUNTERCLAIM. 

Where a bill in a suit for infringement of a trade-mark and unfair compe- 
tition has been dismissed, a counterclaim for relief in equity arising out of the 
same transaction is not effected by the dismissal of the bill, but may be pros- 
ecuted in spite of such dismissal. 

2. TrapE-Marks—Unrair ComMpetTitTion—DIsMIssAL. 

Where the effect of a decree of dismissal has been misrepresented in the 
advertising of both parties, neither party has any claim to temporary relief by 
injunction. 

In Equity. On motion by defendant for injunction and a 


reference. Denied. 


Offield, Towle, Graves & Offield, of Chicago, for plaintiff. 
Banning & Banning, of Chicago, for defendants. 


SANBORN, District Judge: This is an application by defend- 
ants for an injunction, based on defendants’ counterclaim and 
affidavits, restraining plaintiff from making false representations 
concerning the order of decree of August 7, 1914, dismissing the 
bill for want of equity, with costs, and from interfering with de- 
fendants’ business of making and selling ‘“‘ Neverleak Tire Fluid.” 
They also ask a reference to a master to ascertain the profits and 
damages they claim to be entitled to, as prayed in their counter- 
claim. 

The bill, which was dismissed, alleged infringement of a trade- 
mark and unfair competition. Defendants denied plaintiff’s 
allegations and pleaded a counterclaim under equity rule 30, 
alleging wrongful acts of plaintiff in reference to the use by de- 
fendants of the trade-mark or name claimed by plaintiff, and pray- 
ing for an injunction against such acts and an accounting of dam- 
ages. Defendants alleged that plaintiff was threatening their 
customers with suits and various forms of prosecutions in case they 
should continue to market their own goods. 

Defendants moved to dismiss the bill because it appeared on 
the record that complainant had by its conduct made its right to 
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the use of the word “neverleak’”’ coextensive in time with its 
patent on the fluid called neverleak, and by the expiration of the 
patent had lost its protection. The motion was granted, and a 
decree of dismissal followed, without making any disposition of 
the counterclaim. An appeal from this decree to the Circuit 
Court of Appeals was at once taken, and is now pending unde- 
termined; the clerk’s return to the appellate court having been 
duly made. Defendants then, before any hearing on the counter- 
claim, moved for a permanent injunction and reference, just as 
though they had obtained an interlocutory decree on hearing, 
showing by affidavit that plaintiff had begun several suits against 
customers of defendants, had written threatening letters to de- 
fendants’ dealers and had misrepresented the nature of the decree 
of dismissal. These acts were injurious to defendants, causing 
loss of custom and other damage. While the motion was for a 
permanent injunction and reference, on the hearing they asked for 
a temporary injunction only, and did not press the motion for 
reference. 

Answering the motion, plaintiff denied any unfair compe- 
tition (submitting many affidavits), and contended that the dis- 
trict court has no jurisdiction of the motion because the case and 
the whole case has been removed to the Court of Appeals. Coun- 
sel for defendants contend that the case involves two separate 
suits, one on bill and answer for trade-mark infringement and un- 
fair competition, and the other on counterclaim and reply for 
unfair competition, and that only the first suits has been finally dis- 
posed of, leaving the second one still pending just as though the 
first had never been commenced. It is contended in reply to this 
position that the counterclaim authorized by rule 30 (198 Fed. 
xxvi, 115 C. C. A. xxvi) is like a cross-bill in equity under the 
former practice, which was so connected with the bill that a dis- 
missal would necessarily carry the cross-suit with it. It was also 
suggested on the argument that a counterclaim under the rule is 
so connected with the main suit that the decree already entered was 
not a final one, for the purpose of an appeal, because it made no 
disposition of the counterclaim. 

Many questions are being raised in the district court as to 
the proper construction of rule 30, and there has been conflict of 
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opinion which will probably continue. As I look at the matter, 
the rule is quite clear and easy to interpret. It is quite similar 
to section 3 of order 19 of the English orders (Statutory Rules and 


Orders of 1912, p. 1781; Annual Practice of 1908, p. 234). The two 
rules follow: 


English rule: 


A defendant in an action may set off, or set up by way of counterclaim against 
the claims of the plaintiff, any right or claim, whether such set-off or counterclaim 
sound in damages or not, and such set-off or counterclaim shall have the same effect 
as a cross-action, so as to enable the court to pronounce a final judgment in the 
same action, both on the original and the cross-claim. But the registrar or judge 
may, on the application of the plaintiff before trial, if in the opinion of the reg- 
istrar or judge such set-off or counterclaim cannot be conveniently disposed of in 


the pending action, or ought not to be allowed, refuse permission to the defendant 
to avail himself thereof. 


Equity rule 30 (198 Fed. xxvi, 115 C. C. A. xxvi): 


The defendant in his answer shall in short and simple terms set out his defense 
to each claim asserted by the bill, omitting any mere statement of evidence, and 
avoiding any general denial of the averments of the bill, but specifically admitting 
or denying or explaining the facts upon which the plaintiff relies, unless the de- 
fendant is without knowledge, in which case, he shall so state; such statement 
operating as a denial. Averments other than that of or amount of damages, if not 
denied, shall be deemed confessed, except as against an infant, lunatic, or other 
person non compos and not under guardianship, but the answer may be amended, 
by leave of the court or judge, upon reasonable notice, so as to put any averment 
in issue, when justice requires it. The answer may state as many defenses, in the 
alternative, regardless of consistency, as the defendant deems essential to his de- 
fense. The answer must state in short and simple form any counterclaim arising 
out of the transaction which is the subject matter of the suit, and may, without 
cross-bill, set out any set-off or counterclaim against the plaintiff which might be 
the subject of an independent suit in equity against him, and such set-off or counter- 
claim, so set up, shall have the same effect as a cross-suit, so as to enable the court 
to pronounce a final judgment in the same suit, both on the original and cross- 


claims. 

It will be seen that rule 30 requires defendant to set up any 
counterclaim which arises out of the transaction forming the sub- 
ject-matter of the bill, but allows without requiring him to set 
up any equitable counterclaim or set-off which might be the sub- 
ject of an independent suit by defendant against plaintiff. The 
language is perfectly clear: If defendant has an independent cause 
of action in equity against plaintiff, he may counterclaim it. If any 
corroboration of this view were needed, it is found in the fact that 
the Supreme Court, in adopting the rule, omitted the last clause of 
the English rule which restricts counterclaims to those which can be 
conveniently disposed of and those which ought to be allowed. Not 
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only was any set-off or counterclaim which may be the subject of 
any independent suit included, but an exception was rejected. 
Moreover, it has always been held by the English courts that in- 
dependent causes of action, wholly unconnected with the claim of 
the plaintiff, may be counterclaimed. (Birmingham Estates Co., 
v. Smith, 13 Ch. D. 506, 509.) Nor is a counterclaim to be ex- 
cluded because plaintiff is a foreigner who could not be sued in 
England. By invoking the jurisdiction, he consents to be sued 
there by counteraction, unless plaintiff be a sovereign, not suable 
without its consent. (Griendtovan v. Hamlyn & Co., 8 L. T. R. 
231; Strousberg v. Costa Rica Republic, 29 W. R. 125, Ch. App.; 
Imperial Japanese Govt. v. P. & O. Co., (1895) A. C. 644, P. C.) 
Nor is the amount recoverable by counterclaim limited by the 
jurisdiction of the court (Amon v. Babbett, 22 Q. B. D. 543 Ch. 
App.), unless objection is made by giving written notice, as re- 
quired by the Judiciary Act of 1873. By adopting the English 
rule, its construction in England is adopted, at least to the extent 
of excluding construction at variance with plain and explicit 
language. Under such circumstances, the clear meaning of the 
words should not be rejected on account of supposed inconvenience 
in applying the rule. 

It is said in argument that it could not have been the intention 
of the rule to compel a nonresident plaintiff to submit to cross- 
suits in districts foreign to his residence, and thus run counter to 
express statutes, like section 51 of the Judicial Code (Act March 3 
1911, ¢ 231, 36, Stat. 1101 [U. S. Comp. St. Supp. 1911, p. 150]), or 
the Act of March 3, 1897, c 395, 29 Stat. 695 (U. S. Comp. St. 
1901, p. 588), relating to place of suit. Section 51 provides that 
civil suits, other than those of diverse citizenship, shall only be 
brought in the district where defendant inhabits, and others only 
in the district of the residence of either party. The act of 1897 
applies only to patent cases, and provides that the court shall 
have jurisdiction only in the district where defendant inhabits, or 
where he has committed infringement and has an established place 
of business. But these acts do not relate to the general juris- 
diction of the district court, only to the power of the particular 
court to proceed. They give defendant a privilege which he may 
waive. If the counterclaim defendant (original plaintiff) raises 
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the question of jurisdiction at the outset, and succeeds, defendant 
may have a speedy decision of this question by the Supreme Court. 
Whatever the decision may be affects the scope of rule 30, not its 
construction. 

It is true that the weight of authority in the construction of 
the new rule limits its scope to counterclaims which might formerly 
have been made the subject of a cross-bill. (Terry Steam Turbine 
Co. v. B. F. Sturtevant Co. (D. C.) 204 Fed. 103; Williams etc., Co. 
v. Kinsey Mfg. Co. (D. C.) 205 Fed. 375; Adamson v. Shaler 
(D. C.) 208 Fed. 566; Klauder v. Weldon, etc., Co. v. Giles (D. C.) 
212 Fed. 452; Sidney v. Mugford, etc., Co. (D. C.) 214 Fed. 841. To 
the contrary are Marconi Wireless Tel. Co. v. National Elect. 
Signaling Co. (D. C.) 206 Fed. 295; Salt’s Teatile Mfg. Co. v. 
Tingue Mfg. Co. (D. C.) 208 Fed. 156; Vacuum Cleaner Co. v. 
American Rotary Valve Co. (D. C.) 208 Fed. 419; and Electrie 
Boat Co. v. Lake Torpedo Boat Co., 215, Fed. 377.) The cases 
supporting a limited application of the rule proceed upon the 
theory that it was not intended to change the substantive law 
providing what could be treated as a set-off or counterclaim prior 
to the rule (Judge Thomas, 214 Fed. 841), and that the words 
“shall have the same effect as a cross-suit’”? mean to limit the 
counterclaim to what might have been brought in by cross-bill. 
These words are adopted from the English rule, except that “cross- 
suit” is there “Cross-action.”” Why not give them the settled 
construction of the English courts? As Judge Chatfield says in 
the Marconi Case: 


“Here we have a deliberate use of new terms covering any ‘independent suit 
in equity’ to have the result of a ‘cross-suit,’ and yet to be pleaded ‘without cross- 


bill.’ ”’ 

The contrary view is strongly argued by Judge Dodge in the 
Terry Case, Judge Geiger in the Adamson Case, and Judge Thomas 
in the Sidney Case. But the new equity rules were conceived in a 
most liberal spirit, and I think the one in question should be given 
its manifest meaning, so as to allow all mutual claims in equity to 
be set off or opposed, as is done under the English practice. I 
have examined many English decisions under order 19, and am 
convinced that the rule has there worked justly. It has been given 
a broad and liberal construction, but has not been extended (as. 
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its terms prohibit) to cases so incongruous as to be incapable of 
trial with the original suit. (Bartholomew v. Rawlings, W. N. 
56; Huggons v. Tweed, 10 Ch. D. 359, Ch. App.; Compton v. Preston, 
21 Ch. D. 138.) Such an exception may also properly be applied 
under rule 30, since the rule relates only to equitable causes of 
action. If it would be equitable to subject the plaintiff to the 
defense of an incongruous cross-action, surely the court would 
decline jurisdiction. I am convinced, therefore, that the dis- 
missal of the bill had no effect on the counterclaim for unfair com- 
petition. The Electric Boat Company Case contains an able 
discussion of the construction of the words of the rule. 

The effect of the appeal from the decree of dismissal, is a 
different question. I am inclined to think such decree was not 
final, and therefore not appealable. The concluding clause of 
rule 30, “so as to enable the court to pronounce a final judgment 
in the same suit both on the original and cross-claims” seems to 
contemplate a single decree disposing of both causes of action. 
Any other construction would permit two final judgments. In 
Bowker v. United States, (186, U. S. 135, 22 Sup. Ct. 802, 46 L. 
Ed. 1090), an admiralty decree disposing of a counterclaim, but 
not passing on libelant’s cause of action, was held not final for the 
purpose of appeal. 

The appeal, however, has been taken, and it is for the appel- 
late court to decide whether it shall be dismissed. And it is un- 
necessary to decide the question because the affidavits submitted 
on both sides show that no injunction should be issued. Both 
parties have exaggerated the effect of the decree in their adver- 
tising matter, probably through misconception, and neither has 
any standing to claim any temporary relief against the other. Of 
course the motion for reference in advance of adjudication on the 
counterclaim is premature. 

The motions are denied. 
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CoMMONWEALTH V. GOLDBURG 
(180 Southwestern Reporter, 68.) 


Kentucky Court of Appeals 
November 30, 1915 


1. TrapE-Marks—ConTAINners—KeEntTucky CrimtnaL Law—JvRIsDICTION. 
A Kentucky statute, providing punishment, in the discretion of the magis- 
trate, for the use, without the consent of the owner thereof, of certain con- 
tainers distinguished by a mark which has been duly filed and published, is 
not unconstitutional. 
2. TrapE-Marks—Misuse oF CONTAINERS—PRESUMPTION OF GUILT. 

That part of the statute which provides that the use of certain trade-marked 
containers without the written authority of the owner thereof, providing said 
mark has been duly filed, shall be presumptive evidence of the unlawfulness 
of such use, is not in violation of the fundamental rule of our criminal law, that 
the assumption of innocence attends the accused at every stage of the proceed- 
ings, and would not, of necessity, be invalid if it did. 


On appeal from the circuit court, Jefferson County, criminal 
division. Reversed with directions. 


James Garnett, Atty. Gen., Joseph M. Huffaker, Loraine Miz, 
and Barrett, Allen & Attkisson, all of Louisville, for the 
Commonwealth. 

Arthur H. Mann and Kohn, Bingham, Sloss & Spindle, all of 
Louisville, for appellee. 


Carrot, J. The appellee, Goldburg, was indicted by the 
grand jury of Jefferson county for the offense of— 
“unlawfully and willfully buying, taking, trafficking in and filling with milk or 
cream bottles marked and distinguished with and by a name, mark, and device of 
another, of which a description had been filed and published, as provided by law, 
without the consent of the corporation whose mark and device was upon said bottles 


so used and trafficked in and filled by said defendant, and without said defendant 
having purchased from said corporation said bottles exclusive of contents.” 


wr a 
WRrrs Sa 


The indictment set out that the Gray-Avon Allmen Sanitary 
Milk Company, a corporation organized under the laws of Ken- 
tucky, engaged in bottling and selling milk and cream, had, pur- 
suant to the provisions of the Kentucky Statutes, recorded the 
marks, devices, and brands blown and produced on the bottles 
used by it in the sale of its milk and cream, and that Goldburg, 
without its consent and without purchasing the bottles, exclusive 
of their contents from the corporation— 
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“did unlawfully and willfully use, buy, take, traffic in and fill with milk or cream 
a number of pint bottles, all and each of which said bottles were then and there 
marked and distinguished with and by the name, mark, and device of said corpora- 
tion, selected, filed, printed, and published, as aforesaid, for pint bottles.” 


The lower court sustained a general demurrer to the indict- 
ment, and the Commonwealth appeals. 

The indictment was found under sections 1279 and 1279a of 
the Kentucky Statutes. Subsection 1 of section 1279 provides 
that: 


“Any and all persons and corporations engaged in manufacturing, bottling or 
selling soda waters, mineral or aerated waters, porter, ale, beer, cider, ginger ale, 
milk, cream, small beer, lager beer, weiss beer, white beer or other beverages or 
medicines, medical preparations, perfumery, oils, compounds, or mixtures in bottles, 
siphons, tins or kegs, with his, her, its or their name or names, or other marks or 
devices branded, stamped, engraved, or etched, blown, impressed, or otherwise 
produced on such bottles, siphons, tins or kegs, or the boxes used by him, her, it or 
them, may file in the office of the clerk of the county in which his, her, its or their 
principal place of business is situated, or if such person, or persons, corporation or 
corporations shall manufacture a bottle out of this state then in any county in this 
state, and also in the office of the secretary of state, a description of the name or 
names, marks or devices so used by him, her, it or them, respectively, and cause 
such description to be printed once in each week, for three weeks successively, in a 
newspaper published in the county in which said notice may have been filed as 
aforesaid.” 


F Section 1279a, subsection 2, makes it unlawful for any person 
or corporation to fill with the liquids or substances described in 
section 1279 any bottle, box, siphon, tin, or keg marked or dis- 
tinguished as set out in section 1279, or to deface, erase, obliterate, 
cover up, or otherwise, remove or conceal the mark or device, or 
to buy, sell, or traffic in the same— 


“without the written consent of, or unless the same shall have been purchased, by 
such person or corporation, exclusive of the contents thereof, from the person or 
persons, corporation or corporations, whose mark or device shall be or shall have 
been in or upon the bottle, box, siphon, tin or keg so filled, trafficked in, used or 
handled as aforesaid.” 


It also provides that: 


“Any person or persons, or corporation or corporations offending against the 
provisions of this section shall be deemed guilty of a misdemeanor, and shall be 
punished for the first offense by imprisonment, not less than ten days nor more 
than one year, or by a fine of fifty cents for each and every such bottle, box, siphon, 
tin or keg so filled, sold, used, disposed of, given, taken, bought or trafficked in, or 
by both such fine and imprisonment, and for each subsequent offense by imprison- 
ment, not less than twenty days nor more than one year, or by fine of not less than 
one dollar, nor more than five dollars, for each and every bottle, box, siphon, tin or 
keg so filled, sold, used, disposed of, given, taken, bought or trafficked in, or by 
both such fine and imprisonment, in the discretion of the magistrate before whom 
the offense shall be tried.” 
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Subsection 3 provides that: 


“The use by any person other than the person or persons, corporation or cor- 
porations, whose device, name or mark shall be, or shall have been, upon the same 
without such written consent or purchase as aforesaid, of any such marked or 
distinguished bottle, box, siphon, tin or keg, * * * is hereby declared to be 
presumptive evidence of the said unlawful use, purchase and traffic in of such 
bottles, boxes, siphons, tins or kegs.” 


Subsection 4 provides that: 


“Whenever any person, persons or corporation, who shall have so filed and 
published as aforesaid, or his, her, its or their agent shall make oath before any 
magistrate that he, she or it has reason to believe, and does believe, that any of 
his, her, its or their bottles, boxes, siphons, tins or kegs, a description of the names, 
marks or devices whereon has been filed and published as aforesaid, are being unlaw- 
fully used or filled, * * * the said magistrate must thereupon issue a search 
warrant to discover and obtain the same, and may also cause to be brought before 
him the person in whose possession the bottles, boxes, siphons, tins or kegs may be 
found, and shall then inquire into the circumstances of such possession, and if such 
magistrate finds that such person has been guilty of a violation of” this section, 
“‘he must impose the punishment herein prescribed, and he shall also award pos- 
session of the property taken upon such warrant to the owner thereof.” 

On behalf of the appellee it is sought to sustain the judgment 
appealed from upon several grounds: (1) Because the act has no 
relation whatever to the public health and safety or welfare, does 
not come within the police power of the state, and the Legislature 
was without power to pass it: (2) because it is unconstitutional on 
account of its arbitrary and unreasonable classification, and con- 
stitutes a denial of equal protection of the laws by giving to owners 
of a certain class of personal property rights and remedies denied 
to the owners of other classes of personal property; (3) because 
the provisions in respect to search warrants violate the state and 
federal Constitutions; (4) because it violates the Constitution of 
Kentucky, as well as the statutes thereof, in conferring upon mag- 
istrates’ courts jurisdiction of a final trial, for the reason that the 
punishment exceeds the jurisdiction conferred upon magistrates’ 
courts. The argument for the commonwealth challenges the 
correctness of each of these assigned reasons why the judgment 
appealed from should be sustained, and is an insistence that the 
statute in all of its parts is constitutional. 

But before coming to an expression of our views upon the 
questions presented, it might be here noticed that the Supreme 
Court of Illinois, in the cases of Lippman v. People, (175 Ill. 101, 


51, N. E. 872), Horwich v. Walker, Gordon Laboratory Co. (205 


ee 
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Ill. 497, 68 N. E. 938, 98 Am. St. Rep. 254), and the Supreme Court 
of Ohio in State v. Schmuck (77 Ohio St. 438, 83 N. E. 797, 14 
L. R. A. (N.S.) 1128, 122 Am. St. Rep. 527), held acts substantially 
like the one here in question to be unconstitutional upon the 
grounds relied on by counsel for appellee. On the other hand, the 
Massachusetts court in Com. v. Anselvich, (186 Mass. 376, 71, N. E. 
790, 104 Am. St. Rep. 590), and the New York court in People v. 
Cannon (139 N. Y. 32, 34 N. E. 759, 36 Am. St. Rep. 668), upheld 
the validity of legislation of this character. 

In view of this conflict of opinion by courts of such high 
authority, it may well be said at the outset that the questions at 
issue are ones about which there are good grounds for reasonable 
difference of opinion; but, having reached the conclusion that the 
legislation is not open to the objections urged against it, we will 
now proceed to state the reasons that have influenced us in coming 
to this decision. 

It will be observed that the statute provides that any person 
offending against its provisions shall be guilty of a misdemeanor 
and punished in the manner set out in the statute, and that, fol- 
lowing the words of the statute making the offense, a misdemeanor 
and prescribing the penalty, it is provided that the measure of 
punishment imposed within the limitations of the statute shall be 
“in the discretion of the magistrate before whom the offense shall 
be tried.”” We do not, however, regard the use of the word “‘mag- 
istrate”’ in this connection, or at other places in the statute, as 
denying jurisdiction of offenses against this statute to the circuit 
courts of the state, or as interfering with the general course of the 
criminal law that offenses, where punishment of this character is 
imposed, may be prosecuted by indictment in the circuit court. 
We do not think the Legislature in the use of the word “ magis- 
trate” intended to deprive circuit courts of their unquestioned 
jurisdiction to hear and determine cases where this measure of 
punishment may be imposed under indictments found in the circuit 
court. The Legislature, of course, knew that circuit courts, under 
the general law of the state, had jurisdiction of all cases in which 
the jurisdiction was not expressly confided to other inferior courts. 
It may also be assumed that the Legislature knew that under 
section 13 of the Criminal Code then in force “‘magistrates”— 
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using this word as defined in section 26 of the Criminal Code to 
mean “judges of the county courts, judges of city or police courts, 
mayors, chairmen of the trustees of towns, and justices of the 
peace”’—had exclusive jurisdiction only— 

“‘of prosecutions for offenses the punishment of which is limited to a fine not exceed- 
ing ten dollars and concurrent jurisdiction with the circuit court in prosecutions for 


offenses the punishment of which is limited to a fine not exceeding one hundred 


dollars or imprisonment not exceeding fifty days, or both such fine and imprison- 
ment.” 


With this knowledge of then existing laws that conformed to the 
Constitution it seems clear that the Legislature did not mean to 
enact an unconstitutional statute, or intend, without any reason 
therefor, to give magistrates exclusive jurisdiction in cases arising 
under this act. We therefore conclude that the word “magistrate” 
in this section was inadvertently used, and, this being so under 
well-settled rules of statutory construction, we may, with much 
propriety, substitute the word “court”’ for the word “magistrate,” 
and, thus reading the section fixing the penalties, the circuit court 
in which the indictment was found had complete jurisdiction of 
the offense. (Manion v. Lambert, 10 Bush, 295; Bird v. Board of 
Commissioners, 95 Ky. 195, 24 S. W. 118, 15 Ky. Law Rep. 578; 
Com. v. Grinstead & Tinsley, 108 Ky. 59, 55 S. W. 720, 21 Ky. Law 
Rep. 1444, 57 S. W. 471, 22 Ky. Law Rep. 377; Com. v. Herald 
Publishing Co., 128 Ky. 424, 108 S. W. 892, 32 Ky. Law. Rep. 
1293, 16 Ann. Cas. 761; James, Auditor, v. United States F. & G. 
Co., 183 Ky. 299, 117 S. W. 406; Singleton v. Com., 164 Ky. 243, 
175, S. W. 372.) 

This construction disposes of the objection to the constitu- 
tionality of the statute rested on the ground that it attempted to 
confer on magistrates a jurisdiction in violation of section 142 of 
the Constitution and in excess of the general law regulating the 
jurisdiction of magistrates. 

We may also, without expressing an opinion as to the sound- 
ness of the objection raised to that part of the statute providing 
for search warrants, put this objection to one side upon the ground 
that, even though it should be assumed that this provision was 
unconstitutional, the appellee cannot avail himself of its invalidity, 
because no effort was made to proceed against him or search his 
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premises or property under or by authority of this section of the 
act. 

The appellee, so far as this record shows, was proceeded 
against in the first instance by an indictment. No search warrant 
was applied for or obtained, and it is well settled that no person can 
complain that any part of a general statute is unconstitutional 
unless it is sought to impose upon him some liability under the 
authority of that part of the statute averred to be unconstitutional. 
If a search warrant had been applied for and under the search war- 
rant an effort had been made to search the premises or property 
of the appellee, he would be directly affected by this provision of 
the statute, and could question its validity; but, as the statute is 
severable and that part of it under which he is proceeded against is 
not open to any constitutional objection, he cannot shield himself 
behind the defense that other parts of the statute violate either 
the state or federal Constitution, or both. (Stevens v. Stevens, 4 
T. B. Mon, 524; Marshall v. Donovan, 10 Bush, 681; Com. v. Wright, 
79 Ky. 22, 42 Am. Rep. 203; Sullivan v. Berry, 83 Ky. 198, 4 Am. 
St. Rep. 147; Norman v. Boaz, 85 Ky. 557, 4S. W. 316, 9 Ky. Law 
Rep. 127; Burnside v. Lincoln County Court, 86 Ky. 423, 6S. W. 
276, 9 Ky. Law Rep. 635; State v. McNulty, 7 N. D. 169, 73 N. W. 
87; State v. Snow, 3 R. I. 64; State v. Potterfield, 47 S. C. 75, 25 
S. E. 39; Tyler v. Registration Court Judges, 179 U.S. 405, 21 Sup. 
Ct. 206, 45 L. Ed. 252; Turpin v. Lemon, 187 U.S. 51, 23 Sup. Ct. 
20, 47 L. Ed. 70.) 

There is another view of this question that effectually disposes 
of the objection urged by counsel for appellants to the validity of 
that section of the statute providing for search warrants. This 
section is a distinct and separate provision in the act. It is not so 
related to or connected with the other section as that it may not be 
eliminated and leave a complete act in such form as will accomplish 
the chief purpose of the legislation. This being so, if the section 
of the act relating to seach warrants were declared to be unconsti- 
tutional, the remainder of the act, and that part of it under which 
this indictment was found, would remain unaffected by the invalid- 
ity of the search warrant section. Consequently its invalidity 
would not interfere with the proceeding under the indictment. 
(Rogers v. Jacob, 88 Ky. 502, 11 S. W. 513, 11 Ky. Law Rep. 45; 
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McArthur v. Nelson, 81 Ky. 67; Gayle v. Owen Co. Court, 83 Ky. 61; 
Duke v. O'Bryan, 100 Ky. 710, 39 S. W. 444, 824, 19 Ky. Law Rep. 
81; L. & N. R. R. Co. v. Herndon, 126 Ky. 589, 104 S. W. 732, 31 
Ky. Law Rep. 1059; Smedley v. Com., 188 Ky. 1, 127 S. W. 485, 
129 S. W. 547; Allen v. Louisiana, 103 U. S. 80, 26 L. Ed. 318; 
Poindexter v. Greenhough, 114 U.S. 270, 5 Sup. Ct. 903, 29 L. Ed. 
185; Pollock v. Farmers’ Loan & Trust Co., 158 U.S. 601, 15 Sup. 
Ct. 912, 39 L. Ed. 1108.) 

The next objection to the act as pointed out by counsel for 
appellee is that it violates section 60 of the state Constitution, 
providing in part that: 

““No law, except such as relates to the sale, loan or gift of vinous, spirituous or 
malt liquors, bridges, turnpikes or other public roads, public buildings or improve- 
ments, fencing, running at large of stock, matters pertaining to common schools, 
paupers, and the regulation by counties, cities, towns or other municipalities of their 
local affairs, shall be enacted to take effect upon the approval of any other author- 


ity than the General Assembly, unless otherwise expressly provided in this Con- 
stitution.” 


We think the argument of counsel that the statute under 
consideration takes effect only on the approval of such persons as 
wish to register and publish their marks and devices, is based on 
an entire misconception of the law. When this enactment came 
from the hands of the Legislature it was a complete statute, not 
depending for its approval or disapproval on any person or set of 
persons. But like many other statutes, it operates on condition 
and becomes effective only when the conditions described in the 
statute exist. For example, this law can be made available only 
by persons who have thought proper to register and publish their 
marks or brands. If they do not choose to do this, then the con- 
ditions upon which the law becomes operative do not arise. The 
statutes contain a great many laws that become effective only 
when the conditions described in the statute exist, but of course 
this does not mean that they— 


“take effect upon the approval of any other authority than the General Assembly.” 


To illustrate, a statute making it an offense to sell personal 
property on which there is at the time a mortgage of record becomes 
operative only when the mortgagee puts his mortgage to record. 
If he chooses not to record it, then the statute does not apply. We 
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have also a statute making it .an offense to sell branded timber 
without the consent of the owner, and whether this statute becomes 
operative or not depends on whether the timber has been branded 
by the owner. While these and many other statutes come into 
effect only when certain described conditions arise, they are not, 
in the meaning of the Constitution, dependent upon the approval 
or disapproval of any other authority than that of the General 
Assembly. They merely lie dormant until called into active force 
by the existence of the conditions upon which they were intended 
to operate. 

The case of Columbia Trust Co. v. Lincoln Institute (138 Ky. 
804, 129 S. W. 113, 29 L. R. A. (N. S.) 53), Western & Southern 
Life Ins. Co. v. Com. (133 Ky. 292, 117 S. W. 376), and Tilford v. 
Belknap (126 Ky. 244, 103 S. W. 289, 31 Ky. Law Rep. 662, 11 
L. R. A. (N. S.) 708), relied on by counsel, arose on states of case 
very different from this, and have no application to the question 
here presented. 

It is further suggested that that part of the act which pro- 
vides that the use of the containers without the written consent 
of the person whose brand or device has been placed on them and 
recorded shall be presumptive evidence of the unlawful use, pur- 
chase, and traffic in such containers is objectionable, in that it 
changes the fundamental rule of criminal law; that the presump- 
tion of innocence attends the accused at every stage of the pro- 
ceedings, and the state must prove his guilt beyond a reasonable 
doubt. This principle of criminal procedure is, however, nothing 
more than a rule of evidence, entirely within the competency of 
the Legislature to change. It merely makes evidence of one fact 
presumptive evidence of the existence of another fact; and, as 
said by the United States Supreme Court in Mobile R. R. Co. v. 
Turnipseed (219 U.S. 35, 31 Sup. Ct. 136, 55 L. Ed. 78, 32 L. R. A. 
(N.S.) 266, Ann. Cas. 1912A, 463): 

“Legislation providing that proof of one fact shall constitute prima facie 
evidence of the main fact in issue is but to enact a rule of evidence, and quite within 
the general power of government. Statutes, national and state, dealing with such 
methods of proof in both civil and criminal cases abound, and the decisions uphold- 
ing them are numerous.” 

To the same effect are Andricus v. Pineville Coal Co., (121 Ky. 
724, 90 S. W. 233, 28 Ky. Law Rep. 704); Sizemore v. Com., (140 
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Ky. 338, 131 S. W. 37); Gossett v. Com., (159 Ky. 736, 169 S. W. 
478.). 

We also find in brief of counsel considerable space devoted to 
a discussion of the authority of the Legislature to enact laws that 
appear to be opposed to what is called the “genius of our institu- 
tions,” or contrary to some fundamental governmental principle 
which, although not expressed in the Constitution, may be looked 
to in ascertaining the validity of legislative acts. And it is said 
that this statute is an example of this character of legislation 
because it is out of harmony with the general spirit and purpose of 
our law and the basic principles on which they rest. We do not, 
however, find in this plausible generalization any ground on which 
to put the right of the court to set aside legislative action. Laws 
cannot be disregarded merely because they are supposed to be 
repugnant to some governmental principles that lie outside of 
constitutional limitations. The Constitution of this state, in 
sections 27 and 28, distributing the powers of government, confided 
to the legislative branch the authority to enact laws, and this 
authority the judiciary is not at liberty to interfere with, unless 
the legislation violates directly or by necessary implication some 
provision of the state or federal Constitution. Subject to this 
limitation, the policy of the legislation or the wisdom of the pro- 
priety of it is not for the judicial branch of the government to 
decide. When the courts have exercised their jurisdiction in 
restraining the Legislature from transgressing constitutional 
bounds, they have reached the limit of their control. The people 
put in the Constitution such limitations as they wished to impose 
on the legislative branch, and within these limitations its activities 
are controlled by the Constitution; but outside of them it may act 
with a free hand, subject, of course, to the restraint imposed by the 
federal Constitution. So that, when the validity of legislation is 
challenged in the courts, the inquiry is limited to the question, 
what provision of the Constitution does it violate? What does it 
do, or propose to do, that the Constitution forbids? This thought 
is well expressed in Johnson v. Higgins (3 Metc. 566), where the 
court said: 


“The duty, and sole duty, of this department of the government, when the 
constitutional power of the Legislature to enact a law is questioned, is to look to 
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the provisions of the federal and state Constitutions, and if they do not, in express 
terms, or by necessary and proper implication, forbid the exercise of such power, 
the enactment must be adjudged valid and enforceable as a law. Beyond the con- 
stitutional restrictions, thus to be interpreted, the only limits upon the state Legis- 
lature in enacting laws are its own wisdom, sound judgment, and patriotism. And 
it may be added that in doubtful cases, where it is not clear that the fundamental 
law has not been invaded, courts rarely, if ever, interfere to arrest the operation 
of legislative enactments. Respect for the wisdom of a co-ordinate department of 
the government, as well as sound policy, forbid such interposition, except upon 
clear and satisfactory grounds.” 


—and is more fully set forth in Cooley’s Constitutional Limita- 
tions (6th Ed.) pp. 192-208. 


This brings us to the question raised that this legislation is 
forbidden by section 3 of the state Constitution, providing, in 
substance, that no grant of separate privileges shall be made to 
any man, or set of men, except in consideration of public service, 
and violates sections 59 and 60 of the state Constitution, pro- 
hibiting special legislation, in that it confers special privileges upon 
the persons whose property is covered by the act, and creates an 
arbitrary and unreasonable classification. The features of the 
statute that are pointed out as being open to these objections are: 
(a) That it does not come within the police power of the state, and 
its sole purpose is the protection of the owners of certain described 
articles of personal property who are engaged in a limited line of 
business; (b) that it favors the interest of one or a few by affording 
them particular remedies that are denied under the general laws 
to others. 

It will be noticed: (1) That the statute is limited to persons and 
corporations engaged in manufacturing, bottling, or selling soda 
waters, mineral or aerated waters, porter, ale, beer, cider, ginger 
ale, milk, cream, small beer, lager beer, weiss, beer, white beer, or 
other beverages or medicines, medical preparations, perfumery, 
oils, compounds, or mixtures, in bottles, siphons, tins, or kegs, with 
his, her, its, or their name or names or other marks or devices 
branded, stamped, engraved, or etched, blown, impressed, or 
otherwise produced, on such bottles, siphons, tins or kegs or boxes 
used by him, her, it or them; (2) that it makes it unlawful for any 
person or corporation to fill with these articles, or any of them, 
any of the described containers marked or branded as mentioned, 
or to deface, cover up, or remove any such marks or brands, or to 
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buy, sell, or traffic in any of these containers without the written 
consent of or unless the same shall have been purchased from the 
person or corporation whose mark or device is on the container; 
(3) that the use of such container by any person other than the 
person or corporation whose device, name, or mark shall be upon 
it, without the written consent or purchase of the same, for the 
sale therein of any of the articles mentioned, or for the purpose of 
trafficking in such containers, or by having them in possession, 
shall be presumptive evidence of the unlawful use of such con- 
tainers. There is a further provision about search warrants; but, 
in view of what has been said upon this point, this section of the 
statute need not be again referred to. 

It is of course manifest that in the enactment of this law the 
Legislature intended to and did create a class, and intended to 
and did protect this class in the use of the branded containers 
employed by it in its business. And to make more effective the 
purpose of the law, it provided means by and through which per- 
sons violating its provisions might be punished. But so far as 
the mere question of the authority for legislative classification is 
concerned, there is no room for dispute. It has been time and 
again settled by courts everywhere that it is competent for the 
Legislature to create classes and deal with these classes, both in 
respect to civil as well as criminal rights and liabilities, separately, 
the only limitation being that the classification must rest upon 
some reasonable difference existing between the class selected for 
treatment and other classes of persons or property. So that the 
mere fact that the Legislature may confer upon a certain class 
rights and privileges not enjoyed by other classes is in itself no 
objection to the statute, unless the classification is arbitrary or 
unreasonable. (Com. v. Remington Typewriter Co., 127 Ky. 177, 
105 S. W. 399, 32 Ky. Law Rep. 189; State Racing Com. v. Latonia 
Agr. Assn., 1386 Ky. 173, 123 S. W. 681, 25 L. R. A. (N. S.) 905: 
Katzman v. Com., 140 Ky. 124, 130 S. W. 990, 30 L. R. A. (N. 8S.) 
519, 140 Am. St. Rep. 359; Connolly v. Union Sewer Pipe Co., 184 
U. S. 540, 22 Sup. Ct. 431, 46 L. Ed. 679; Lindsley v. Natural Gas 
Co., 220 U. S. 61, 31 Sup. Ct. 337, 55 L. Ed. 369, Ann. Cas. 1912 
C, 160.) 

The criminal laws of the state are made up of classifications. 
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Almost every criminal statute selects a class and treats it separ- 
ately. The statutes that impose a punishment for forgery, lar- 
ceny, embezzlement, destroying property, obtaining money by 
false pretenses, giving worthless checks, making false statements, 
selling mortgaged property, wrongfully converting money or prop- 
erty, and for selling misbranded seeds or foods, are pertinent illus- 
trations of the right of classification and the extent to which it 
has been carried. So, too, this same rule of classification has been 
extended with equal freedom and equal authority to statutes not 
penal in their nature, but only intended to regulate civil or con- 
tract rights and liabilities. Examples of this character of legis- 
lation are found in the banking laws, the insurance laws, laws 
relating to negotiable instruments, and laws regulating telephone 
and telegraph companies, common carriers, and the sale of food- 
stuffs. 

It is further true that the new, diverse, and multiplied activi- 
ties along all lines of human endeavor are, all the time, making 
classification and selection more indispensable, and broadening the 
field of its application. There comes into view almost every day 
some new discovery or invention, or some new method of business, 
requiring at the hand of the Legislature some special treatment; 
and therefore reasonable legislation, having for its purpose the 
creation of classes and their separate treatment, should not be 
interfered with on the ground that it is unreasonable or arbitrary, 
unless it plainly appears to be and is an effort to confer some undue 
privileges in excess of the lawful rights of the persons or businesses 
affected, or to deny to the persons or businesses affected some 
privilege to which they are fairly entitled. So that the question 
whether the classification here made is reasonable depends on 
whether the class of property selected for separate classification 
and treatment is of such a character as that it may reasonably be 
set apart in a class by itself. We think itis. The statute, as was 
said by the Massachusetts court in Com. v. Anselvich, supra— 


“appears to have three objects, of which one is to protect the public from fraud 
and deception by preventing the unauthorized use, a second time, of vessels or 
receptacles originally marked in such a way as to indicate their contents together 
with the source from which they came; another is to protect the manufacturer or 
dealer from loss of profits or reputation by the unauthorized use of his property to 
deceive the public by a sale of an inferior article in such a manner as to indicate 
that it was manufactured or put up by him; and the third is to aid the manufac- 
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turer or dealer in protecting and preserving a kind of property, which, from its 
nature and use, is peculiarly liable to be misappropriated by careless or dishonest 


persons.” 

And the accomplishment of these objects, affecting as they do 
the public good, authorizes the Legislature to put the persons and 
businesses treated of in a class by themselves. 

It is true that the statute protects persons engaged in the 
business of manufacturing articles and putting them in the char- 
acter of containers described, to a larger extent than the general 
laws afford protection to other persons engaged in the manufac- 
ture of useful articles, and it may be conceded that the legislation 
might well have more specifically described the articles that could 
be placed in these containers intended to be protected. But the 
fact that the owners of these containers are afforded a greater 
measure of protection than the owners of other containers, or the 
fact that the act might have more been specific, affords no reason 
for condemning it. There are numerous criminal statutes in force 
that afford protection to the persons whose property or private 
rights it is made an offense to destroy or disturb, but it has never 
been thought that these statutes were objectionable on account 
of the measure of private protection they afforded. As said by 
Freund on Police Powers, § 298: 

“In other words, where a public interest coincides with a stronger private 
interest, it would seem to be no fatal defect to leave the protection of the public 
to private action. Practically nearly all legislation for the prevention of fraud 
operates in this way.” 

If statutes to prevent fraudulent practices were to be held 
objectionable merely because they protected the private rights of 
the individual on whom it was attempted to practice the fraud, 
there could be little or no preventative legislation along this line, 
because every act having for its purpose the prevention of fraud 
and the punishment of persons who commit fraud necessarily 
affords protection to the persons who might be defrauded except 
for the statute. 

In the cases of Horwich v. Walker, Gordon Laboratory Co., 
and State v. Schmuck, supra, the Illinois and Ohio courts appear 
to have been largely influenced to hold legislation like this uncon- 
stitutional upon the ground that it was class legislation, intended 
solely for the protection of the persons engaged in the manufacture 
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of articles and their sale in these containers, and to afford such 
persons, through the agency of the criminal law, a means of re- 
covering their property. Of course if this were the only purpose 
of the law, and the protection of the public from fraud was not 
one of its objects, the position of these courts would be unassailable. 
But we do not agree that the sole purpose of this legislation was 
to protect the owners of a certain class of property, although this 
protection follows as one of the incidents of the act. But clearly, 
as we think, it was not the whole purpose of the act. 

It is a matter of common knowledge that many of the most 
necessary articles in general use are put up and sold to the con- 
sumers in bottles, siphons, tins, and kegs, and when these articles 
are put in containers having the brand of the manufacturer, the 
public have a right to and do rely upon the brand as an assurance 
that the contents of the container are as the manufacturers rep- 
resent them to be, and as they have found them to be by practical 
use. If, however, any person who could secure possession of these 
containers could, without the consent of the owner of the brand, 
refill them with his own product and put them on the market, it 
is manifest that a fraud would be practiced on the public. They 
would be buying articles under the belief that they were the prod- 
uct of the concern whose name was branded on the container 
when, in truth, they were the product of some other concern hav- 
ing no connection whatever with the manufacturer who put the 
goods out under hisown name. That there are scores of unscrup- 
ulous persons who would take advantage of this condition and de- 
fraud the public is scarcely open to question. But it is said that 
as the act permits the owner of the branded container to consent 
that some other person may use it, this affords as full opportunity 
to the unscrupulous persons to practice a fraud on the consumer 
as they could obtain by the unauthorized use of the container. In 
a limited sense this may be admitted. But this circumstance 
does not destroy the protection afforded to the public by this act, 
as it is hardly fair to assume that persons who have established a 
good name and business would consent that it might be brought 
into disrepute by persons who would be inclined to put into the 
containers articles that did not correspond with the articles in 
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these containers when they were filled by the persons whose names 
were branded on them. 


On the other hand, it is fair to assume that if without the 
consent of the owner, some person should secure possession of 
these containers and fill them with material of his own manufac- 
ture, his only purpose would be to practice a fraud on the public 
by pretending to sell an article purporting to have been manu- 
factured by a certain person, although such person had no con- 
nection whatever with it. So that the good in the law—the pro- 
tection that it affords the public, and the opportunities to commit 
fraud that it curtails—outweigh so much its defects that, upon 
the whole, it may be classed as beneficial legislation, entirely within 
the competency of the Legislature to enact, and not in conflict 
with the Constitution of the United States. 


The judgment is reversed, with directions to overrule the de- 
murrer. 


GERMAN-AMERICAN Button Co. v. A. Heymsre.p, Inc., et al. 


(156 N. Y. Supp., 223.) 
New York Supreme Court 
Appellate Division, First Department, December 10, 1915 


1. TrapE-NaMEs—INFRINGEMENT—GENERAL Corporation Law, SecT1on Srx. 
The prohibition enacted in the general corporation law, section six, pro- 
viding that no certificate of incorporation of a proposed corporation having the 
same name as a corporation authorized to do business under the laws of this 
state, or a name so nearly resembling it as to be calculated to deceive, shall be 
filed, is equally applicable, under general and well-recognized principles, -to 
the adoption of a trade-name by an individual or copartnership. 
2. Trape-NaMes—INnrrinGEMENT—GEOGRAPHICAL Worps. 

The fact that the distinctive and similar features of both plaintiff’s and 
defendant’s names consist of a combination of geographical names, does not 
deprive the plaintiff of the right to protection. The trade-name “German 
American Hand Crochet Button Works” is so similar to “German-American 


Button Co.” as to induce confusion in the trade and the possible deceit of the 
purchasing public. 


8. Unratr COMPETITION—INTENT. 


In a suit for unfair competition, the plaintiff’s right to an injunction does 
not depend upon the intent with which defendant’s name was adopted. 
4. Unrarr Competition—DaAMaGEs. 
If the court can see that confusion and deception is likely to result from 
the similarity of names, it will not refuse injunctive relief, because actual 
damage has not been shown. 
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On appeal from a judgment dismissing the complaint. Re- 
versed. 


For the opinion of the lower court, see 5 T. M. Rep., 189. 


Argued before IncranAM, P. J., and LauGHLiIn, CLARKE, 
Scort, and Smiru, JJ. 
Saul S. Myers, of New York City, for appellant. 
Herman Weiss, of New York City, for respondents A. Heyms- 
feld, Inc., and Nicholas A. Heymsfeld. 
Nicholas A. Heymsfeld, of New York City, for respondent Hed- 
wig Heymsfeld. 


Scott, J.: This action is for an injunction to restrain the 
defendants from using the trade-name of ‘German-American 
Hand Crochet Button Works,” upon the ground that such use 
constitutes unfair competition. Plaintiff, the German-American 
Button Company, is a domestic corporation having its principal 
place of business at Rochester, in this state, and also maintaining 
offices and salesrooms in the city of New York. It employs a 
number of salesmen and carries on an extensive business, both in 
the United States and Canada. It began business under its 
present name in the year 1893, and has continued to do business 
under that name ever since. Originally plaintiff manufactured 
but few types of buttons, but by degrees its output has expanded, 
so that it now manufactures and sells ivory, celluloid, bone, 
glass, and pearl buttons, as well as buttons covered with knitted 
silk or other material. It appears that plaintiff's product has 
become known to the trade as “German-American” buttons. 

In the year 1912 Nicholas A. Heymsfeld and two others 
organized the corporation of A. Heymsfeld, Incorporated, with a 
capital of $1,000, for the purpose of doing a general merchandise 
business, including specifically the buying, selling, manufacturing, 
and selling as agent or factor buttons, button material, and raw 
products for the manufacture of buttons of any kind and all kinds 
and description. An important, if not the principal, business of 
this corporation has thus far been selling buttons manufactured by 
Hedwig Heymsfeld, wife of Adolph Heymsfeld, who on November 
1, 1912, filed with the county clerk a certificate that she had adop- 
ted the trade-name of ‘““German-American Hand Crochet Button 
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Works.” The corporation of A. Heymsfeld, Incorporated, adver- 
tises itself as ““manufacturers and importers of covered and cro- 
chet buttons” and as “sole selling agents for the German-American 
Hand Crochet Works.” 

The plaintiff’s claim is that by long-continued use it had es- 
tablished a prior and superior right to the use of the name “‘German 
American,” as used with reference to the manufacture and sale of 
buttons, and that the adoption of those words as part of the trade- 
name of a concern engaged in a like business was calculated to 
produce confusion and consequent loss te plaintiff. 

While it is true that two precisely similar unfair competition 
cases are seldom to be found, there are certain well-established 
general principles that are applicable to all. The trade-name used 
by defendants, and the use of which plaintiff seeks to enjoin, is a 
purely arbitrary one selected by defendants themselves. If it had 
been attempted to create a corporation under that name, it is very 
doubtful if it could have been legally done, for it is provided in the 
General Corporation Law, § 6, that: 

“No certificate of incorporation of a proposed corporation having the same 
name as a corporation authorized to do business under the laws of this state, or a 
name so nearly resembling it as to be calculated to deceive, shall be filed or recorded 


in any office for the purpose of effecting its incorporation, or of authorizing it to do 
business in this state.” 


The prohibition thus enacted by statute as to corporations is 
equally applicable, under general and well-recognized principles, 
to the adoption of a trade-name by an individual or copartnership. 
As was said by the Court of Appeals in Chas. S. Higgins Company 
v. Higgins Soap Co. (144 N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 
43 Am. St. Rep. 769): 


“Tt is well settled that an exclusive right may be acquired in the name in 
which the business has heen carried on, whether the name of a partnership or of 
an individual, and it will be protected against infringement by another, who as- 
sumes it for the purposes of deception, or even when innocently used without 
right to the detriment of another. * * * In respect to corporate names, the 
same rule applies as to the names of firms or individuals, and an injunction lies 
to restrain the simulation and use by one corporation of the name of a prior cor- 
poration which tends to create confusion and enable the later corporation to obtain, 
by reason of the similarity of names, the business of the prior one.” 


And in Celluloid Mfg. Co. v. Cellonite Mfg. Co. ( [C. C.] 32 
Fed. 94) it was said: 
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“The defendant’s name was of its own choosing, and, if an unlawfu! imitation 
of the complainant’s, is subject to the same rules of law as if it were the name of 
an unincorporated firm or company. It is not identical with the complainant’s 
name. That would be too gross an invasion of the complainant’s right. Similarity, 
not identity, is the usual recourse, when one party seeks to benefit himself by the 
good name of another. * * * We may say, generally, that a similarity which 
would be likely to deceive or mislead an ordinary unsuspecting customer is obnox- 
ious to the law.” 


The fact that the distinctive and similar features of both 
plaintiff's and defendant’s names consist of a combination of 
geographical names does not deprive the plaintiff of the right to 
protection. This feature was present in Kayser v. Italian Silk 
Underwear Co. (160 App. Div. 607, 146 N. Y. Supp. 22 [4 T. M. 
Rep., 58]), and in Fuller v. Huff (104 Fed. 141, 43 C. C. A. 453, 51 
L. R. A. 332). In the latter case the United States Circuit Court 
of Appeals for this circuit said: 

“The subject of the unlawful use by competitors of the name under which a 
rival has previously presented himself to the public and has gained a business 
reputation, although the name is not strictly a trade-mark, and is either geographical 
or descriptive of quality, has been frequently of late before the courts, which have 


demanded a high order of commercial integrity, and have frowned upon all filching 
attempts to obtain the reputation of another.” 


So, also, it was said in British-American Tobacco Co. v. British- 
American Cigar Co. (211 Fed. 933-935, 128 C. C. A. 431, 433, 
[Ann. Cas. 1915B, 363] [4'T. M. Rep., 293]): 


“The words ‘British-American’ may be geographical or political, but in this 
controversy they have acquired a meaning; they have been irrevocably associated 
with a large tobacco corporation for a decade, and any other tobacco company 
with the same name is sure to be associated in the public mind with the elder com- 
pany, and is sure to reap such benefits as accrue from such association. If there 
were any valid reason for adopting the name, or if the business were other then 
tobacco, there might be some reason for the defendant’s action; but no honest 
reason can be suggested for appropriating the name of the old and long-established 
company. In the absence of any plausible explanation, we have a right to assume 
that the reason was to secure the advantages which would result from a supposed 
connection with the well-known company.” 


We think that there can be no doubt that the similarity of the 
name arbitrarily selected by defendants to that long used by 
plaintiffs is calculated to produce confusion in the trade, and to 
make it possible, at least, that defendants’ goods may be sold to 
persons who believe that they are buying goods from plaintiff. 

It seems probable that defendants’ name was intentionally 
adopted with this end in view, but plaintiff’s right to an injunction 
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does.not depend upon the intent with which defendants’ name was 
adopted. It was so held in Vulcan v. Myers (139 N. Y. 364, 34 N. 
E. 904), in which the court said: 

“The trial court has not found, and the proof not does indicate, any intention 
on the part of the defendants to infringe upon the plaintiff's trade-mark. * * * 
On the contrary, their conduct has been such since the commencement of the action 
as to acquit them of the charge of any wrongful or fraudulent intent. But this 


question does not arise where nothing but preventive relief is granted. It might 
be material if damages were sought or claimed.” 


To the same effect are Grocer’s Pub. Co. v. Grocer’s Pub. Co. 
(25 Hun, 398, 402); Chas. S. Higgins Co. v. Higgins Soap Co., 
supra (144 N. Y. at page 471, 39 N. E. 490, 27 L. R. A. 42, 43 Am. 
St. Rep. 769); Holmes v. Holmes (37 Conn. 278, 9 Am. Rep. 324); 
American Clay Co. v. American Co. (198 Pa. 189, 47 Atl. 936); 
Fairbanks v. Luckel (102 Fed. 327, 42 C. C. A. 376). 

Nor is it an answer to plaintiff’s demand that it has failed to 
show that any person has as yet been deceived by the similarity of 
names. It is the liability to deception and consequent injury 
which justifies the issuance of an injunction in a case like the 
present, and if the court can see that confusion and deception is 
liable to result from the similarity of names, it will not refuse 
injunctive relief because the damage has not already been done. 
Proof that confusion has already resulted is merely evidence of 
the liability to deception. (7. A. Vulcan v. Myers, supra; Society 
of 1812 v. Society of 1812 in the State of New York, 46 App. Div. 
568-573, 62 N. Y. Supp. 355; Church v. Russ (C. C.] 99 Fed. 276- 
279). 

Of course the probability of confusion and consequent damage 
will exist only when plaintiff and defendant are dealing in the same 
or substantially similar products, and it was upon the ground of 
dissimilarity of product that the injunction was denied at Special 
Term; the learned justice relying upon Corning Glass Works v. 
Corning Cut Glass Co. (197 N. Y. 173, 90 N. E. 449). That case, 
as we read it, differs widely on the facts from the present. The 
reason why an injunction was refused in that case was because 
“between the two concerns there has been no competition, nor 
rivalry, because each produces a distinct class of ware’’; that is to 
say, the plaintiff produced exclusively uncut glass, while defendant 
produced exclusively cut glass. Between two such essentially 
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dissimilar products there obviously was not likely to arise any 
confusion. In the principal case the defendants at present pro- 
duce and deal in a button covered by hand crochet work. The 
plaintiff produces and deals in a button covered by machinery 
with knitting or crocheting. Both seem to be known in the trade 
as “crochet buttons,” although other trade-names are sometimes 
used to designate the buttons made by plaintiff. Both kinds of 
buttons are apparently adapted to the like uses, and are so alike 
in appearance as to be distinguished with difficulty by others than 
trained experts. 

We think it impossible to say upon the evidence that these 
products of the respective parties are so dissimilar that no con- 
fusion is likely to result from the similarity of name against which 
plaintiff seeks protection. It is true that plaintiff makes many 
other kinds of buttons with which defendants’ present output 
does not compete; but there can be no assurance that defendants, if 
confirmed in the use of the present trade-name, will not so expand 
the business as to compete with plaintiff in every line. Indeed 
the certificate of incorporation of defendant A. Heymsfeld, In- 
corporated, expressly provides for such expansion. This of itself 
is a consideration weighing in plaintiff’s favor. (Collins v. Oliver 
[C. C.] 18 Fed. 561-570; Edison Storage Battery Co. v. Edison 
Automobile Co., 67 N. J. Eq. 44-53, 56 Atl. 861.) If defendants 
are sincere in their protestations that they seek no adventitious 
advantage from the use of a name so closely resembling plaintiff’s, 
they should have no difficulty in adopting one which will obviate 
any probability of confusion. 

We are of opinion, on the whole case, that plaintiff has shown 
defendants to be guilty of unfair trade in the adoption of the 
trade-name chosen by Mrs. Heymsfeld and used by the corpora- 
tion of A. Heymsfeld, Incorporated, and that an injunction should 
issue against the use of the name “German-American Hand Cro- 
chet Button Works.” 

We observe that, although there has been no severance o* the 
action, the court has made two decisions, not identical, and has 
entered two judgments. This is irregular, since without a sever- 
ance there can be but one final judgment in an action. 

The judgments appealed from are therefore reversed, with 
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costs and a judgment ordered in favor of plaintiff for the injunctive 
relief demanded in the complaint, with costs. The findings of 
fact included in the decisions of the Special Term are reversed, 
and the findings of fact submitted by plaintiff will be found. If 
other findings are desired, they may be submitted upon the settle- 
ment of the order to be entered herein. 

Settle order on notice. All concur. 


AMALGAMATED Press, Lim. v. AMALGAMATED Press, INnc., et al. 
New York Supreme Court 


New York County, Special Term, Part IIIT, January 25, 1916 


Unrair CoMPETITION—COMPETITION NECESSARY. 
Where there is no identity between the business of the plaintiff and that 
of the defendant, and no competition between them, there is not sufficient 
ground to maintain a suit for unfair competition. 


In Equity. On final hearing. Dismissed. 


Meyer D. Siegel, of New York City, for plaintiff. 
Albert A. Wray, of New York City, for defendant. 


Horcuxiss, J.: Defendant’s good faith in selecting its name 
is not questioned. In a number of its features, Hoevel Sand Blast 
Machine Co. v. Hoevel (167 App. Div., 548 [5 T. M. Rep. 366]) is 
distinguishable from Continental Ins. Co. v. Continental Fire Ass’n 
(101 Fed., 255). But it is not necessary to decide whether the 
fact that plaintiff is a foreign corporation not licensed to do busi- 
ness in this State is sufficient ground in itself upon which to deny 
its right to enjoin the defendant, a domestic corporation, from 
using its corporate name. This action must fail because there is 
no identity between the businesses carried on by the two com- 
panies and no competition or rivalry between them. Whatever 
confusion there has been is of a negligible character and has re- 
sulted from similarity of name only and not in any way from the 
manner in which defendant has used its name (Corning Glass Works 
v. Corning Cut Glass Co., 197 N. Y., 173; Continental Ins. Co. v. 
Continental Fire Ass’n, supra, pp. 256, 257). The mere apprehen- 
sion that defendant may at some future time avail itself of the 


94 SIX TRADE-MARK REPORTER 


right secured to it by its charter to engage in the publishing busi- 
ness under circumstances which might cause plaintiff inconvenience 
or loss is too remote and problematical to justify a decree prevent- 
ing defendant from conducting its present business under its pres- 
ent corporate name. Judgment for defendant dismissing the 
complaint, with costs. 





Repetti v. Louis Reperrti, Inc., et al. 
New York Supreme Court 


New York County, Special Term, January 4, 1916 


1. UnratR CoMPETITION—SIMULATION OF TRADE-NAME. 

Where one of the incorporators of a business to which his name is given 
is the founder and former owner of a similar business, in which his surname 
has acquired fame, the form of the name of the later corporation must be such 
as to render it easily distinguishable from that of the earlier business. 

2. Unratk CoMPETITION—IMITATION OF CONTAINERS. 

Where the defendants packed their goods in boxes which closely imitate 
the boxes of the plaintiff in size, color, color of markings, use of coat of arms, 
identity and location of seal, use of the words “‘ New York”’ and the name of 
the maker, an injunction should issue. 

3. TRapE-MARKS—SURNAME AS REGISTERED TRADE-MARK. 

While a monopoly of a surname may not be secured by registration as a 
trade-mark in a distinctive form, yet simulation of mechanical and typical 
peculiarities may, if sufficient to deceive the public, be regarded as a violation 
thereof. 

4. Unratr CoMPETITION—ADVERTISING. 

Where one of the incorporators of a business to which his name is given, 
is the founder and former owner of a similar business, in which his name has 
acquired fame, the later corporation may be restrained by injunction from 
making any representation by sign or speech that its goods are the product 
of ““R—,” or of the “Original R—,” or of the “Famous R—.” 

5. Unrarr ComMpetition—LiBILity. 

The defendants in a suit for unfair competition are directly responsible 
when they place in the hands of retail dealers the means and the instrumentali- 
ties by which the ultimate purchaser may be deceived. 


In Equity. On motion for injunction. Granted. 
See, also, 5 T. M. Rep., 150. 


Harry D. Nims, of New York City, for plaintiff. 
Palmer & Serles, of New York City, for defendant. 


Gorr, J.: Many years prior to December 1, 1905, Charles 
Repetti made candy and conducted a candy business under the 
name “Repetti.”” In June, 1899, he adopted a script form of the 
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name “Repetti” in labeling the boxes containing his candy and 
for general advertising uses. On April 15, 1905, he applied for 
registration of the name and the script as a trade-mark, and on 
August 15, 1905, registration was granted. On December 1, 1905, 
he sold to “Repetti Company,” a corporation, his trade-mark, 
trade-name, good will and right to use the name “Repetti’’; and 
the corporation continued the candy business in the same premises. 
On January 24, 1911, the corporation went into bankruptcy. On 
May 24, 1911, the plaintiff company, under the name “Repetti,” 
was incorporated, and at about the same time the defendants, 
Charles Repetti, Louis Repetti and Louisa M. Repetti, were incor- 
porated under the title “Louis Repetti, Inc.”” On June 20, 1911, 
the trustees in bankruptcy of the “Repetti Company” sold all its 
assets, rights, etc., to one Jacob A. Brett, who, in turn, on the same 
day sold all he had acquired from the trustee to “Repetti,” the 
plaintiff company. From the time that Charles Repetti com- 
menced the business it has continued uninterruptedly under the 
name, Repetti, which name to the trade and to the public became 
associated with the manufacture and sale of candies. The de- 
fendant “Louis Repetti, Inc.,” of which the defendant Louis 
Repetti is president, manufactures and sells candy under the name 
“Louis Repetti.” It is of the manner in which the defendants 
“Louis Repetti, Inc.’ and Louis Repetti conduct their business 
that plaintiff complains, on the grounds of unfair competition and 
deception of intending purchasers. Briefly summarized, the facts 
I find from the evidence are: (1) The boxes in which defendants 
pack and sell their candies are a close imitation of plaintiff’s boxes 
in size, color, color of markings, use of coat of arms, identity of 
location of seal, of the words “New York,” and of the name of 
the maker. (2) Their boxes are marked “Louis Repetti,’’ when 
the real name of the maker is “Louis Repetti, Inc.,” thus mis- 
leading the public into the belief that the candies are made by the 
individual and not by a corporation. (3) The corporation, “Louis 
Repetti, Inc.,”’ is the maker of the candy, and not Louis Repetti, 
and the use of the individual name is designed for unfair purposes. 
(4) The proper or improper use of a man’s own name in his busi- 
ness is not involved. Louis Repetti is not in business for himself. 
He is an officer of a corporation that uses his name as the maker 
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of the candy, which is an untruth and designed to deceive. (5) 
The striking characteristic of the name Repetti as adopted by 
Charles Repetti was the use of script, the last letter ending in a 
long flourish underscoring the whole of the name. While the 
name Repetti used by defendants is not identical in the formation 
of the letters it is similar to such extent as to produce the same 
visual impression on the casual observer. The letters are orna- 
mented nondescript and skillfully designed to simulate the script 
while maintaining perpendicular lines and spacing of letters. But 
all doubt of the intent to effect similitude vanishes in presence of 
the flourish on almost exact lines and gradation as that under 
plaintiff’s name. When the name “Repetti” was registered as a 
trade-mark in its conformation, type and flourish it in all proba- 
bility was intended to resemble the signature of Charles Repetti, 
and while a monopoly of a surname may not be secured by a reg- 
istered trade-mark, yet simulation of mechanical and typical 
peculiarities which make specific differences may when taken in 
connection with other circumstances, if sufficient to deceive the 
public, be regarded as a violation. (6) Descriptive words “origi- 
nal,” “original Repetti candy,” “original Mr. Repetti,’’ whether 
used in labeling boxes, advertising or verbal statements by sales 
persons, are calculated to convey a false impression that the candy 
made and sold by defendant is made and sold by Charles Repetti; 
and though defendants may not have given express authority to 
their various agencies to make such representations, yet they are 
responsible when they place in the hands of the retail dealers the 
means and the instrumentalities by which the ultimate purchaser 
may be deceived. (7) It is not necessary to prove the formation 
of a specific intent to deceive. Such formation may not be sus- 
ceptible of proof. In its process it may be the secret and silent 
operation of the mind, and its existence may only be inferred from 
external and visible acts. Nor is it necessary to prove actual 
damage or deception of any particular person. It is sufficient if 
it appears from a grouping of all the circumstances that for the 
purposes of unfair dealing there was an intent to deceive and con- 
fuse the public to the injury of another. These findings are based 
on the evidence and in conformity with principles of law that are 
so well settled that citation of authorities would not add force. 
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It is proper, however, that note should be made of the recent deci- 
sion of the Appellate Division in Schinasi v. Schinasi—(New York 
Law Journal, November 26, 1915 [5 T. M. Rep., 492]) There it 
was held that though the plaintiffs were first established in busi- 
ness, the defendants could enter and pursue a similar business, 
provided they used no artifice, design or deceit to deceive the pub- 
lic, or to represent their goods as the product of the plaintiffs. On 
the contrary, it was observed that they took special precautions 
to distinguish one from the other. So the disclosure there was 
directly opposite to the proof here. The defendants here did not 
do what defendants Schinasi did; on the contrary they used artifice 
and deceit to impose on the public their candy as the product of 
Repetti, the original maker. Judgment should be awarded the 
plaintiff, enjoining the defendant, “Louis Repetti, Inc.,” (1) from 
using any name in the manufacture or sale of candy by sign, label, 
advertisement, representation or any other method except the full 
corporate name; (2) from using or presenting the name “ Repetti”’ 
in script, or any simulation thereof, or attaching to such name 
any flourish or scroll; (3) from using boxes or packages, contain- 
ing its candy of the same color, size and pattern as those used by 
plaintiff, and any boxes which are a colorable imitation of the plain- 
tiff’s boxes; (4) from making any representation by sign or speech 
that its candy is the product of “Repetti,” or of the “original 
Repetti,” or of the “famous Repetti’’; and directing (5) that there’ 
be used and adopted by the defendant’s boxes or packages for con- 
taining candy of different color, shape and appearance from those 
used by plaintiff; that the name and words descriptive of candy 
be printed in plain black, block letters, and that words of expres- 
sion be used to clearly distinguish the product from that of the 
plaintiff, “Repetti,’ which distinguishing words or expression 
shall be of equal prominence with the name, and (6) that Louis 
Repetti individually be enjoined from any acts in connection with 
his employment by defendant, or as an officer of the defendant, 
which will pass off or tend to pass off defendant company’s goods 
as and for plaintiff’s goods, or defendant company as and for plain- 
tiff. Costs to plaintiff. Will hear counsel on question of reference 
to ascertain damages. 
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Scuwartz v. Merorwitz 
New York Supreme Court 


New York County, Special Term, Part I, December 27, 1915 


1. UNnFAtR COMPETITION—SIMULATION OF TRADE-NAME—INJUNCTION. 

Where an individual or corporation has established a business and car- 
ried it on under a trade-name, and another person assumes the same or a simi- 
lar name, in such a way as to induce persons to deal with him in the belief that 
he is dealing with the person or corporation who has given a reputation to the 
name, an injunction may issue. The use of the name “Broadway Little Hun- 
gary”’ for a restaurant should be enjoined on the suit of the originator of the 
name “Little Hungary” for a similar enterprise. 

2. UnrarR CoMPETITION—WHAT CONSTITUTES. 

The same fundamental principle of law and equity applies to both trade- 
marks and trade-names. In either case, such unfair conduct as is calculated 
to deceive the public into the belief that the business of the wrong doer is the 
business of him whose name, sign or mark is simulated or appropriated, con- 
stitutes the gist of the offense. 


In Equity. On motion for injunction. Granted. 


Leopold Moschcowitz, of New York City, for plaintiff. 
Carmody, Kellogg & Gormly, of New York City, for defendant. 


PuatzeK, J.: This action is brought for an injunction 
straining the use by the defendant of the name “Little Hungary” 
or “Broadway Little Hungary” as a name for a restaurant con- 
ducted by the defendant since October 30, 1915, at Forty-eighth 
street and Broadway, New York City. The rule is now well rec- 
ognized that where an individual or corporation has established a 
business, carried it on under a given name and another person 
assumes the same name or the same name with a slight alteration, 
in such a way as to induce persons to deal with him in the belief 
that he is dealing with the person or corporation who has given a 
reputation to the name, an injunction may issue restraining the 
use of the name. In Burrow v. Marceau (124 App. Div., 665), 
Ingraham, J., writing for the court said: 

“There is no hard and fast rule by which it can be determined when the court 
will interfere by injunction to prevent what is practically a fraud upon a person 
engaged in business by the unfair methods of competition. Each case must depend 
on its own facts, but where it is clearly established that an attempt is being made 
to get the business of another by any means that involves fraud and deceit, a court 


of equity will protect the honest trader and restrain a dishonest one from carrying 
out his scheme.” 
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(See also Higgins v. Higgins Soap Co., 144 N. Y., 492; Stein- 
feld v. Nat. Shirt Waist Co., 99 App. Div., 286; Ball v. Broadway 
Bazar, 194N.Y.,429; People ex rel, Columbia Chemical Co. v.O’ Brien, 
101 App. Div., 296; Vulcan v. Myers et al., 189 N. Y. 364; Soc’y of 
1812 v. Soc’y of 1812, 46 App. Div., 568; German-Am. Button Co. 
v. Heymsfeld, App. Div., First Dept., L. J., December 17, 1915 [6 
T. M. Rep., 87]). The same fundamental principle of law and 
equity applies to both trade-names and trade-marks. In either 
case such unfair conduct as is calculated to deceive the public into 
the belief that the business of the wrongdoer is the business of 
him whose name, sign or mark is simulated or appropriated, con- 
stitutes the gist of the offense. The overwhelming weight of the 
credible proof submitted convincingly establishes that the de- 
fendant is taking advantage of the popular business name, suc- 
cessful business efforts, and the result of the. endeavors of the 
plaintiff for and during a period nigh unto a quarter of a century. 
The restraining order prayed for may issue on plaintiff filing a 
bond in the usual form in the sum of two thousand, five hundred 
dollars. 


STANDARD Maint OrpER Co. v. STANDARD MERCHANDISE Co, 
New York Supreme Court 


New York County, Special Term, Part I, December 27, 1915 


Unrair CoMPETITION—SIMULATION OF TRADE-NAME—INJUNCTION. 

A right may be acquired to a name under which a business has been carried 
on and such name will be protected against infringement by another, who 
assumes it for the purpose of deception, or even uses it innocently to the detri- 
ment of the original appropriator. 


In Equity. On motion for preliminary injunction. Granted. 


Taylor, Jackson & Brophy, of New York City, for plaintiff. 
Edward J. Welch, of New York City, for defendant. 


PLatzeEK, J.: This is an application for an injunction pendente 
lite. The plaintiff's name is the Standard Mail Order Company 
and the defendant’s name is the Standard Merchandise Company. 
The grievance asserted is the infringement of the plaintiff’s trade- 
name and unfair competition in connection therewith. Both 
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parties are engaged in identically like business, which is carried 
on by taking orders for goods throughout the country on cata- 
logues issued instead of selling over the counter. The plaintiff 
has been engaged in business for a great many years, so that its 
gross sales have reached the neighborhood of seven million dollars 
annually. The defendant was incorporated in the summer of 
1915. Both concerns have their headquarters in this city and 
cater to the same class of customers. In the case of Higgins Co. 
v. Higgins Soap Co. (144 N. Y., 462) the court said: 

“It is well settled that an exclusive right may be acquired in a name in which a 
business has been carried on and will be protected against infringement by another 
who assumes it for the purpose of deception or even when innocently used without 
right to the detriment of another. * * * In respect to corporate names the 
same rule applies as to names of firm or individuals, and an injunction lies to 
restrain the simulation and use by one corporation of the name of a prior corpora- 


tion which tends to create confusion or to enable the latter corporation to obtain, 
by reason of the similarity of names, the business of the prior one.” 


The conclusion is irresistible, on analysis of the material allega- 
tions set out in all the papers submitted, that the defendant seeks 
to take advantage of plaintiff’s good name and good will, estab- 
lished by successful business methods and liberal advertising and 
to appropriate some of its trade. The testimony under considera- 
tion shows that confusion has arisen and will arise in the future 
because of the similarity of the names and methods of the parties 
hereto in conducting business (see also Nat. Cloak & Swit Co. v. 
Londy & Friend, 211 Fed. Rep., 760 [4 T. M. Rep., 266]; Nims on 
Unfair Competition, p. 208; Steinfeld v. Nat. Shirt Waist Co., 99 
App. Div., 286; Ball v. Broadway Bazaar, 194 N. Y., 429; People 
ex rel. Columbia Chemical Co. v. O’Brien, 101 App. Div., 296; 
Vulcan v. Myers et al., 1389 N. Y. 364; Soc’y of 1812 v. Soc’y of 1812, 
46 App. Div., 568; Burrow v. Marceau, 124 App. Div., 665; German- 
Am. Button Co. v. Heysmfeld. App. Div., First Dept., L. J. 
December 17, 1915 [6 T. M. Rep., 87])—A temporary injunction 
pending the trial of this action is allowed, conditioned that the 
plaintiff file an undertaking in the usual form in the sum of five 
thousand dollars, to be approved by the court. 





IN RE UNITED DRUG COMPANY 


In re Untrep Druc Company 
(222 O. G., 729.) 


District of Columbia Court of Appeals 
November 29, 1915 


TraDE-MarK—NaME OF CORPORATION. ; 
The word “Stork” is unregistrable as a trade-mark owing to the existence 


of a corporation named “‘ The Stork Company.” 
For the decision of the commissioner of patents, from which 
this appeal is taken, see 5 T. M. Rep., 376. 


Mr. Jos. R. Edson and Mr. Arthur W. Murray for the appel- 
lant. 


Mr. William R. Ballard for the Commissioner of Patents. 


SuHeparD, C. J.: United Drug Company appeals from a 
decision of the Commissioner of Patents denying registration of 
the word “Stork” as a trade-mark for rubber nipples. 

The registration was denied because the Commissioner had on 
file a certificate of incorporation granted in the State of Maine, 
in December, 1904, to a corporation entitled The Stork Company. 

The case is governed by the decision in The Asbestone Company 
v. The Philip Carey Manufacturing Company (41 App. D. C., 507 
[4. T. M. Rep., 161]. 

It is not important that The Stork Company is not engaged 
in the manufacture of rubber nipples. The purpose of its incor- 
poration seems, however, to have been the manufacture of water- 
proof goods. 

The corporate name of The Stork Company is protected by 
the express provisions of the Trade-Mark Act. 

The Commissioner was right, and his decision is affirmed, 
and this decision will be certified to the Commissioner of Patents. 

[Note: This holding appears to be erroneous and the precedent which it 
establishes may easily be the cause of far reaching confusion in the commercial 
field. The decision is based upon the doctrine of unfair competition and in a case 
such as this, where no competition exists, it is obvious that no unfair competition 
can exist. The courts have repeatedly held this to be so. In Postal Telegraph- 
Cable Co. v. Livermore & Knight Co. (1 T. M. Rep., 269) the United States district 


court held that to sustain an action in unfair competition, actual deceit and injury 
to the complainant’s business must be shown; in Borden’s Ice Cream Co., et al. v. 
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Borden’s Condensed Milk Co. (3 T. M. Rep., 80) the United States circuit court of 
appeals held that there can be no unfair competition unless there is competition in 
fact and that a manufacturer of milk products who has never made ice cream cannot 
complain of the use of a similar name by another firm in the making of ice cream; 
in Longenecker v. Longenecker Bros., Inc. (8'T. M. Rep., 127) the New York supreme 
court held that where the complaint shows that the plaintiff is a practicing dentist 
and that the defendant corporation is organized to manufacture and sell tooth 
powder and dental supplies, no basis for an action in unfair competition is alleged; 
in William Waldorf Astor v. West Eighty-second Street Realty Co., et al. (5 T. M. 
Rep. , 182) the appellate division of the New York supreme court held that where 
no competition in business exists between the users of similar trade-names and no 
financial loss results therefrom, annoyance or inconvenience resulting from the con- 
fusion of these names by the public will be considered to be damnun absque injuria; 
in German-American Button Co. v. A. Heymsfeld, Inc., et al. (5 T.M. Rep., 189) the 
New York supreme court held that in an action brought for unfair competition in 
the use of a trade-name confusing to the public, there is no cause of action in the 
absence of actual competition between the parties. 

Matters relating to unfair competition do not fall within the jurisdiction of the 
patent office except in so far as they may be considered to relate to trade-mark in- 
fringement. The commissioner of patents in Coca-Cola Co. v. Chero-Cola Co. (117 
Ms. Dec., 56; 5 T. M. Rep., 527) follows a decision of the District of Columbia court 
of appeals in Oliver Chilled Plow Works v. The William J. Oliver Mfg. Co. (3 'T. M. 
Rep., 288) in which it was held that matters of unfair competition were entirely 
irrelevant and beyond consideration in a trade mark opposition. 

Another case in which this point is decided will be found in Simplex Electric 
Heating Co. v. D. H. Burrell & Co. (117 Ms. Dec., 343; 5 T. M. Rep., 466) where 
the word “Simplex” was refused registration as a trade-mark for steam heated 
apparatus for pasteurizing milk and apparatus for cooling milk, since the word 


“‘Simplex”’ was a portion of the corporate name of the Simplex Electric Heating Co.] 








